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District of Kansas. Judge Kathryn H. Vratil. 

DISPOSITION: AFFIRMED. 

CASE SUMMARY 

PROCEDURAL POSTURE: Appellant challenged judgment of 
United States District Court for the District of Kansas, which , 
granted summary judgment to appellees in appellant's patent 
infringement action involving a therapeutic air mattress. 

OVERVIEW: The. trial court determined that appellant's patent 
claims for a therapeutic air mattress did not cover appellees' 
accused device, either literally or under the doctrine of 
equivalents. The trial court erred in construing one part of 
appellant's claim because it misread the article "a." Under the 
proper claim construction, appellees device that had three 
chambers would fall within the scope of one clause of appellant's 
claim, i.e., a device that has one or more continuous chambers. 
However, the error was harmless in light of the trial court's correct 
construction of the other clauses in appellant's claim. The trial 
court correctly granted appellees summary judgment of no literal 
infringement because appellees' accused device did not have 
uniform airflow in time and over the entire plan surface area. 
Appellees' devices did not infringe under the doctrine of 
equivalents because the prosecution history revealed that 
appellant had narrowed its patent claims to require spatial and 
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temporal uniformity to distinguish its patent from cited prior art 
Appellant was therefore precluded from recapturing subject matter 

surrendered during prosecution through the doctrine of 
equivalents. 

OUTCOME: Judgment affirmed because although trial court erred 
in construing one clause of appellant's claim, error was harmless in 
light of correct construction of claim's remaining clauses 
appellees' device did not literally infringe on patented air mattress 
and prosecution history of claim precluded use of doctrine of 
equivalents. 

CORE J ERMS: Chamber ' mattress ' Patent,. airflow, air, continuous . 

secondary, upper, surface area, entirety, inflatable, written description 

uniformity, apparatus, summary judgment, patient, embodiment 
infringement, spatial, therethrough, continuously, compartment, top, air 

flow, temporal, singular, skin, air pressure, constructed, surface 

LexisNexis (TM) HEAPNOTES - Core Concepts - + Hide Concepts 

Patent Law > Infringement > Summary Judgment 

»ni The appellate court reviews without deference a district court's 

- grant of summary judgment in a patent infringement 

Claim. More Like This Headnote 

Patent Law > Infringement > Summary Judg ment S 
»N2 in the context of reviewing summary judgment in a patent 
~ infringement claim, whether the accused device contains each 
claim element exactly or its equivalent is a question of 

^Ct. More Like This Headnote 

Patent Law > Infringement > Summary Judgment €l 

«"3in reviewing the district court's summary judgment in favor of 

- one party in a patent infringement claim, the appellate court 
draws all reasonable inferences from the evidence in favor of 

the non-movant. More Like This Headnote 

Patent Law > Infringement > Claim Interpretation ftl 
Jw«A patent infringement analysis involves two steps claim 

- construction and application of the properly construed claim to 
the accused product. The first step, claim construction, is a 
matter of law that the appellate court reviews without 
deference. The central focus of the infringement inquiry 
remains on the claim language, as. illuminated by the written 
description and the prosecution history. More Like This Hearing - 
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Patent Law > Infringement > Claim Interpretation 

HN5in the context of a patent infringement claim, the claim 

— language itself governs claim scope. An indefinite article "a" or 
"an" in patent parlance carries the meaning of one or more in 
open-ended claims containing the transitional phrase 
comprising. Unless the claim is specific as to the number of 
elements, the article "a" receives a singular interpretation only 
in rare circumstances when the patentee evinces a clear intent 
to so limit the article. Under this conventional rule, the claim 
limitation "a," without more, requires at least one. More Like This Headnote 

- ----- - -Patent-Law > Infringement- >- Claim-Interpretation -%5 - -. ; — - — 

In the context of a patent infringement claim, prosecution 
history also may assist claim interpretation. Indeed, 
prosecution history limits the interpretation of claims so as to 
exclude any interpretation that may have been disclaimed or 
disavowed during prosecution in order to obtain claim 
allowance. Accordingly, an applicant may disclaim before the 
United States Patent and Trademark Office a plural 
interpretation and thus lose the benefit of the customary 
meaning of indefinite articles in patent claims. More Like This Headnote 

Patent Law > Infringement > Claim Interpretation Si 
«W7in the context of a patent infringement claim, when claim 

— language or context suggests an ambiguity in application of 
the general meaning of an article, the court undertakes an 
examination of the written description and the prosecution ' 
history to ascertain whether to limit the meaning of "a" or 

"an." More Like This Headnote - 

Patent Law > Infringement > Claim Interpretation l±j 
HN8 Literal infringement of a patent claim occurs when every 
limitation recited in the claim appears in the accused device, 
i.e., when the properly construed claim reads on the accused ■ 
device exactly. More Like This Headnote 

Patent Law > Infringement > Doctrine of Equivalents 
HN9 Infringement under the doctrine of equivalents requires that 
*~ the accused product contain each limitation of the claim or its 
equivalent. An element in the accused product is equivalent to 
a claim limitation if the differences between the two are 
insubstantial to one of ordinary skill in the art. However, 
prosecution history estoppel prevents the application of the 
doctrine of equivalents as a tool to recapture subject matter 
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surrendered during prosecution. Application of the rule 

precluding use of the doctrine of equivalents to recapture 

claim scope surrendered during patent acquisition is a 

question of law subject to review without deference. More Like This Hearing 

COUNSEL: Stacy Y. Daniels, Spencer Fane Britt & Browne LLP, of Kansas 
City, Missouri, argued for plaintiff-appellant. With her on the brief were 
Michael F. Saunders, Teresa A. Woody, and Therese M. Schuele. 

Lawrence A. Rouse, Rouse Hendricks German May PC, of Kansas City 
Missouri, argued for defendants-appellees. With him on the brief were Kirk 

T. May and David J. Rempel. Of counsel were Marcus Neil Bozeman and 
Vivian Williams McLeod. '. 

JUDGES: Before PLAGER, CLEVENGER, and RADER, Circuit Judges. 
OPINIONBY: RADER 
OPINION: [*1353] 

RADER, Circuit Judge. 

On summary judgment, the United States District Court for the District of 
Kansas ruled that Kinetic Concepts, Inc. and KCI Therapeutic Services 

Inc. (collectively, Kinetic) did not infringe KCJ Corporation's (KCJ's) U S 
Patent No. 4,631,767 ( 767 patent). See KCJ Corp. v. Kinetic Concepts'. 
Inc., 39 F. Supp. 2d 1286 f D, Kan. 1999Y (KCI TTV Rprancg fho Hic tri ^ 
court correctly concluded as a matter of law that the claims at issue 
cannot cover the accused device, either literally or under the doctrine of 
equivalents, this court [**2] affirms. 

: I. 

KCJ is the assignee of the 767 patent entitled "Air Flotation Mattress." The 

patent claims therapeutic mattresses for preventing bedsores These 
mattresses, according to the patent, "evenly distribute^ the weight of the 
body without the necessity of internal spines or other patient-contacting 
solid supports . . . [and] permit airflow to all areas of the skin to absorb 
moisture and prevent heat accumulation." 767 patent, col. 2, II. 31-35 
Claim 1, the only independent claim, recites (with bracketed notations 
added for ease of reference): 

1. An air flotation, ventilated mattress apparatus comprising: 
[(a)] means defining a lower, continuous, inflatable chamber 
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having an air-permeable, flexible upper wall portion, 

[(b)] said upper wall portion being constructed for 
substantially uniform airflow therethrough over substantially 
the entire plan surface area of said upper wall portion; 

[(c)] air-permeable secondary wall means above said chamber 
upper wall portion and operably coupled with said 
chamber-defining means, 

[(d)] said secondary wall means being constructed for 
substantially uniform passage of air therethrough over [**3] 

substantially Jhe.entire plan surfa« 

wail means, 

[(e)] said secondary wall means and upper wall cooperatively 
defining therebetween an inflatable. compartment above said 
chamber; and 

[(f)] means for continuously introducing positive pressure air 
into said chamber in order to continuously maintain positive air 
pressure conditions throughout the entirety of said chamber 
during the entirety of operation of said mattress apparatus and 
to inflate both said chamber and compartment by passage of 
said air into said chamber and thence through said upper wall 
portion and thereby maintain positive air pressure conditions 
in said compartment, and to cause said continuous passage of. 
air through said secondary wall means, 

[(g)] said mattress apparatus being free of solid internal 
support structure for supporting a patient, 

[(h)] said air introduction means, upper wall portion and 
secondary wall means being cooperatively configured and 
arranged for continuous passage of sufficient positive pressure 
airflow through the chamber, upper wall portion, . 
compartment, and secondary wall means for even, 
substantially uniform flow of air from said [**4] mattress 
apparatus so that a person lying atop the secondary wall 
means is supported by said pressurized air without the 
presence of weight-supporting structure within said mattress 
apparatus. 



Id. at col. 6, II. 8-49 (emphasis added). As shown below, Figures 2 and 3 
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illustrate an embodiment of the invention: [*1354] 
[SEE FIGURES 2 AND 3 IN ORIGINAL] 

Figure 2 is a perspective view of the mattress with a portion of the upper 
secondary wall folded back to reveal the upper wall. Figure 3 is a side 
sectional view of the mattress 16 with a top wall 26. The bottom, side, and 
top walls 22, 24, and 26 define a lower inflatable chamber 34. See id. at 
col. 4, II. 20-22. Bottom wall 22 and side walls 24 are substantially 
impervious to airflow while the top wall 26 is pervious. See id. at col. 4, II. 
25-29. "Mattress 16 is devoid of any internal solid patient supports which 
couid present areas of pressure contact to a patient lying on the 
mattress/' Id. at col. 4, II. 47-50. 

During prosecution of the 767 patent application in the U.S. Patent and 
Trademark Office (PTO), the examiner rejected the claims under 35 U.S.C. 
'■ 5.103 (1994) as obvious over Schild [**5] et ai., U.S. Patent No. 
4,391,009 , in view of Gammons et al., U.S. Patent No. 4,347,633 . In 
response, the patentee amended claim 1 to add, inter alia, the 
"continuous" limitation in clause (a) and limitations that issued as clauses 
(b) and (d). The examiner then allowed the claims of the '767 patent. 

Kinetic makes and sells low-air-loss mattresses. Kinetic's mattresses 
prevent skin breakdown by reducing the interface pressure between the 
skin of a bedridden patient and the support device. These accused devices 
include an inflatable mattress, an air supply unit, and a removable cover 
sheet. Each inflatable mattress is a one-piece unit consisting of three 
separately inflatable sections for the head, body, and legs of the 
patient. [* 1355] 

In 1997, KCJ sued Kinetic, alleging infringement of the '767 patent. On 
December 17, 1998, the district court held a hearing to construe claim 1 
of the '767 patent. See KCJ Corp. v. Kinetic Concepts, Inc., 30 F. Supp. 2d 
1319 (D. Kan. 1998^ (KCJ I). Specifically, the district court construed "a 
lower, continuous, inflatable chamber" limitation of clause (a) as follows: 
"A person of ordinary skill in the art of air bed engineering [**6] would 
read the phrase 'continuous' to mean without interruption and the word 'a' 
to mean one." Id. at 1325. The court, therefore, determined that "a . . . 
continuous . . . chamber" means "one non-interrupted inflatable 
chamber." Id. 

As to clauses (b) and (d), the district court determined: 

"A person of ordinary skill in the art of air bed engineering 
would read 'substantially uniform airflow' to mean airflow that 
does not substantially fluctuate over time. When added to the 
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words 'over substantially the entire plan surface, 1 the claim 
requires [an] air flow at substantially the same rate at 
substantially all locations on the surface." 



Id. at 1326. 

After construing the claim, the district court granted Kinetic's motion for 
summary judgment of noninfringement. See KCJ II. Adopting the claim 
construction of KCJ I, the district court determined that the accused 
devices do not literally infringe claim 1 because "[KCJ] concedes that the 
Jimitations of Clause (a) and Clause (b) are not met by any of die accused 
devices." 39 F. Supp. 2d at 1289T.2r The'drstrict court "further held as a 
matter of law that prosecution history estoppel [**7] barred a finding of 
infringement under the doctrine of equivalents. KCJ appeals. 

II. 

H/vl Trh is court reviews without deference a district, court's grant of 
summary judgment. See Cortland Line Co. v. Orvis Co., 203 F.3d 1351, 
1355, 53 U.S.P.Q.2D (BNA) 1734, 1746 (Fed. Cir. 2000). "^Whether 
the accused device contains each claim element exactly or its equivalent is 
a question of fact. See Southwall Techs., Inc. v. Cardinal IG Co., 54 F.3d 

1570; 1575, 34 U.S.P.Q.2D (BNA) 1673, 1676 (Fed. Cir. 1995). HN3 "$Ir\ 
reviewing the district court's summary judgment in favor of Kinetic, this 
court draws all reasonable inferences from the evidence in favor of the 
non-movant, KCJ. See Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255, 
91 L. Ed. 2d 202, 106 S. Ct. 2505 (1986). 

WAM ¥A.patent infringement analysis involves two steps: claim construction 
and application of the properly construed claim to the accused product. 
See Markman v. Westview Instruments, Inc., 52 F.3d 967, 976, 34 
U.S.P.Q.2D (BNA) 1321, 1326 (Fed. Cir. 1995) (en banc), aff'd, 517 U.S. 
370, 134 L Ed. 2d 577, 116 S. Ct. 1384 (1996). The first step, claim 
construction, is a matter of law that [**8] this court reviews without 
deference. See Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1454, 46 
U.S.P.Q.2D (BNA) 1169, 1172 (Fed. Cir. 1998) (eh banc). The central 
focus of the infringement inquiry remains on the claim language, as 
illuminated by the written description and the prosecution history. See 
Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1309, 51 
U.S.P.Q.2D (BNA) 1161, 1169 (Fed. Cir. 1999); Vitronics Corp. v. 
Conceptronic, Inc., 90 F.3d 1576, 1582, 39 U.S.P.Q.2D (BNA) 1573, 
1576-77 (Fed. Cir. 1996). 
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A. 

The disputed claim construction on appeal involves limitations of clauses 
(a), (b), and (d). Clause (a) requires "a . . . continuous . . . chamber." At 
the heart of the dispute over this limitation is the meaning of the article 
"a." Specifically, does the article limit the number of chambers to only one 
or does it cover one or more chambers? 

The district court limited clause (a) to only one non : interrupted inflatable 
chamber. The district court stated that "the concept of multiple chambers 
is at fundamental . odds with the concept of continuity, [*1356] and 
discrete multiple chambers cannot be read into the patent without - , 
sacrificing the concept [**9] of continuity." KCJ.I, 30 F. Supp. 2d at 
1325. Thus, the district court "had little hesitation in concluding that [the 
claim] means exactly what it says: one continuous chamber." Id. Based on 
that construction, the district court held as a matter of law that clause (a) 
of claim 1 does not read on Kinetic's accused devices having multiple 
continuous chambers. 

As noted before, HN5 ~+the claim language itself governs claim scope. See 
Vitronics, 90 F.3d at 1582. This court has repeatedly emphasized that an 
indefinite article "a" or "an" in patent parlance carries the meaning of "one 
or more" in open-ended, claims containing the transitional phrase 
"comprising." See Elkay Mfg. Co. v. Ebco Mfg. Co., 192 F.3d 973, 977, 52 
U.S.P.Q.2D (BNA) 1109, 1112 (Fed. Cir. 1999): AbTox, Inc. v. Exitron 
Corp., 122 F.3d 1019, 1023, 43 U.S.P.Q.2D (BNA) 1545, 1548 (Fed. Cir. 
1997); North Am. Vaccine, Inc. v. American Cyanamid Co., 7 F.3d 1571, 
1575-76, 28 U.S. P.O. 2D (BNA) 1333, 1336 (Fed. Cir. 1993): see also 
Robert C. Faber, Landis on Mechanics of Patent Claim Drafting 531 (3d ed. 
1990). Unless the claim is specific as to the number of elements, [**10] 
the article "a" receives a singular interpretation only in rare circumstances 
when the patentee evinces a clear intent to. so limit the article. See AbTox, 
122 F.3d at 1023, 43 U.S.P.Q.2D (BNA) at 1548. Under this conventional 
rule, the claim limitation "a," without more, requires at least one. 

This court has encountered "a" or "an" in patent claims on several 
occasions. This court has uniformly applied the general rule for indefinite 
articles. For instance, in AbTox, this court applied the rule and amplified: 
"The written description supplies additional context for understanding 
whether the claim language limits the patent scope to a single unitary 
[element] or extends to encompass a device with multiple [elements]." Id. 
at 1024, 43 U.S.P.Q.2D (BNA) at 1548. Moreover, standing alone r a 
disclosure of a preferred or exemplary embodiment encompassing a 
singular element does not disclaim a plural embodiment. "Although the 
specifications may well indicate that certain embodiments are preferred, 
particular embodiments appearing in a specification will not be read into 
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the claims when the claim language is broader than such embodiments." 
Electro Med. Sys., S.A. v. Cooper Life Sciences, Inc., 34 F.3d 1048, 1054, 
32 U.S.P.Q.2D (BNA) 1017, 1021 (Fed. Cir. 1994). r**111 Thus, as the 
rule dictates, when the claim language or context calls for further inquiry, 
this court consults the written description for a clear intent to limit the 
invention to a singular embodiment. 

♦Prosecution history also may assist claim interpretation. Indeed, 
prosecution history "limits the interpretation of claims so as to exclude any 
interpretation that may have been disclaimed or disavowed during 
prosecution in order to obtain claim allowance." Standard Oil Co. v. 
American Cvanamid Co., 774 F.2d 448, 452, 227 U.S.P.Q. (BNA) 293, 296 

- (Fed. Cir. 1985). Accordingly, an applicant may Hic;rl*im hpfnrp i-hP pth * 

plural interpretation and thus lose the benefit of the customary meaning of 
indefinite articles in patent claims. See Alpex Computer Corp. v. Nintendo 
Co., 102 F.3d 1214, 1220-21, 40 U.S.P.Q.2D (BNA) 1667, 1671-72 (Fed. 
Cir. 1996). 

Accordingly, W/V7< ?when claim language or context suggests an ambiguity 
in application of the general meaning of an article, this court undertakes 
an examination of the written description and the prosecution history to 
ascertain whether to limit the meaning of "a" or "an." For example, in 
Insituform Technologies, Inc. v. CAT Contracting, Inc., 99 F.3d 1098, 
1106, 40 U.S.P.Q.2D (BNA) 1602, 1608 (Fed. Cir. 1996), T**121 the 
claim language itself belied a singular meaning. Thus, this court undertook 
an examination of the entire context of the language and held: "In light of 
the language found in the claims, specification and file history, we 
conclude the only correct and indeed the reasonable interpretation 
[*1357] of claim 1 limits the scope of that claim to a process using only 
one vacuum cup which inherently creates a discontinuous vacuum." Id. In 
that case, the court restricted the claim to a singular interpretation 
because "the claim is specific as to the number of elements (one cup) and 
adding elements eliminates an inherent feature (discontinuous vacuum) of 
the claim." Id. ■ . . 

In the present case, neither the claim nor its context suggests an 
exceptional meaning for the article. The intrinsic evidence simply provides 
no support for departing from the general rule. At the outset, the claim 
language of clause (a), "a . . . continuous . . .'chamber," does not specify 
the number of elements. Thus, under the general rules of claim 
construction, this court presumes the customary meaning of "a" - one or 
more. Furthermore, the written description does not trump that 
construction. Referring to Figure 3, [**13] the written description of the 
'767 patent discloses that "the bottom, side and top walls 22, 24, and 26 
cooperatively define a lower inflatable chamber broadly referred to by the 
numeral 34." 767 patent, col. 4, II. 20-22. Chamber 34 is operatively 
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coupled to a secondary uppermost wall 36, which provides even airflow. 
See id. at col. 4, II. 32-45. The written description. at no point restricts the 
invention to only one chamber. 

Similarly, the prosecution history of the 767 patent does not disclaim . 
multiple chambers. Neither the amendment itself nor the accompanying 
remarks limits "a . . . continuous . . . chamber" to only a single chamber. 
Rather, the remarks focus on the details of the airflow, which passes 
through the entirety of the chamber during all operations of the mattress. 
Accordingly, in view of the use of an indefinite article "a" in the claim 
language without numerical qualifiers and the absence of disclaimers in 
the written description and the prosecution history, this court holds that "a 
. . . continuous . . . chamber" covers one or more continuous chambers. 



Thus, under the proper claim construction, an accused device having one 
or more continuous chambers would [**14] fall within the scope of 
clause (a). In the present case, undisputed evidence shows that Kinetic's 
accused devices have three chambers. Accordingly, this court concludes 
that clause (a) reads on Kinetic's accused devices. The district court's 
misreading of the article in this claim, however, is harmless error in light 
of the meaning of the other clauses. 

B. 

The district court construed clause (b) - an "upper wall portion being 
constructed for substantially uniform airflow therethrough over 
substantially the entire plan surface area of said upper wall portion" - and 
clause (d) - "secondary wall means being constructed for substantially 
uniform passage of air therethrough over substantially the entire plan 
surface area of said secondary wall means" - to require "air flow at 
substantially the same rate at substantially ail locations on the surface." 
KCJ I, 30 F. Supp. 2d at 1326. The district court thus required uniformity 
of airflow both temporally and spatially. 

This court thus examines whether clauses (b) and (d) require an airflow 
uniform both in time and space. During the trial court's proceedings, "the 
parties agreed that when the claim language refers to 
'substantially [**15] uniform passage of air,' it means airflow which is 
substantially steady, constant or continuous, as opposed to fluctuating 
intermittent or alternating over time. . . . [However,] they disagreed about 
where the patent claims the substantially steady air flow will occur." Id. at 
1325-26. On appeal, KCJ maintains that the "continuous passage of air" 
requires uniform airflow only in a temporal sense. Specifically, KCJ 
asserts: "As used in clauses (b) and (d) of claim 1 of the 767 patent, 
'substantially uniform airflow over substantially the entire plan surface 
area' means that wherever air comes through anywhere over the surface 
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area, it [*1358] will flow at a substantially uniform or constant rate over 
time." This court, however, agrees with the district court that claim 1 
requires uniformity in space as well as time. 

First, the claim language itself requires spatial uniformity. Clause (b) 
requires "uniform airflow therethrough over substantially the entire plan 
surface area." 767 patent, col. 6, II. 12-13 (emphasis added). Similarly, 
clause (d) requires "uniform passage of air therethrough over substantially 
the entire plan surface area." Id. at col. 6, [**16] II. 19-20 (emphasis 
added). As the district court aptly noted, "the claim demands that air flow 
through all locations on the surfaces." KCJ I, 30 F. Supp. 2d at 1326. To 
limit uniformity to temporal aspects would render these limitations 
meaningless. 

The written description of the 767 patent reinforces the essential nature 
of spatial uniformity. The present invention is an "air floatation mattress . 
. . supporting a recumbent patient entirely by means of a throttled flow of 
pressurized air which also ventilates and cools all adjacent areas of the 
patient's skin." 767 patent, col. 2, II. 41-45. To enable the mattress to 
"continuously ventilate all areas of the skin adjacent the mattress," there 
must be airflow over the entire plan surface area as the claim recites. Id. 
at col. '3, II. 4-5. In fact, the written description explains: 

Pressurized air passes evenly through virtually the entire plan 
surface area of the top wall 26. As a consequence, such air 
also serves to inflate the upper compartment 40 between top 
wall 26 and secondary wall 36. Such pressurized air then flows 
evenly through the suede or leather secondary wall 36; here 
again, this airflow [**17] is substantially even over 
substantially the entire plan surface area of the wall 36. 



Id. at col. 5, II. 18-25 (emphasis added). Unless the air mattress has 
uniform airflow over substantially the entire plan surface area, a patient 
lying on the secondary wall would not be "supported entirely by the - 
inflatable compartment and chamber without the necessity of spines or 
other internal, non-inflatable solid support structure within or forming a 
part of the mattress apparatus." 16. at col. 2, II. 63-66 (emphasis added). 

The record of the administrative proceedings before the PTO supports this 
interpretation of claim 1. In seeking allowance of the pending claims, the 
patentee added clauses (b) and (d) to claim 1 and remarked: 

In no way does the alternating pad of the Schild et al. 
reference supply positive pressure air throughout the entirety 
of the chamber during all operations of the mattress. ... 
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Moreover, Gammons et al. does not provide means for 
continuously maintaining positive air pressure conditions 
throughout the entirety of the lower chamber during the 
entirety of the operation" of the mattress apparatus. ... 



J. A. at 138-39 (emphasis [**18] added). The express statements of the 
patentee clarify that the airflow limitations require both a temporal and 
spatial uniformity. In sum, the prosecution history also supports the 
district court's interpretation of clauses (b) and (d). To read the claim 
otherwise would ignore express language of the claim requiring airflow : 
"over substantially the entire plan surface area." '767 patent, col. 6, II. 

The district court determined that clauses (b) and (d), when properly 
construed, do not read on Kinetic's accused mattresses. w/v8 ?Literal 
infringement of a claim occurs, when every limitation recited in the claim: 
appears in the accused device, i.e., when "the properly construed claim 
reads on the accused device exactly." Amhil Enters., Ltd. v. Wawa, Inc., 
81 F.3d 1554, 1562, 38 U.S.P.Q.2D (BNA) 1471, 1476 (Fed. Cir. 1996). 
. The district court construed clauses (b) and (d) to require uniform airflow 
in time and over the entire plan surface area. KCJ conceded that under the 
district court's construction, which this court upholds, "limitations of . . . 
Clause (b) are not met by any of the accused [*1359] devices." KCJ II, 
39 F. Supp. 2d at 1289 n.2. Accordingly, this court [**19] affirms the 
district court's grant of summary judgment of no literal infringement. 

III. 

The district court also properly held on summary judgment that Kinetic's 
devices do not infringe under the doctrine of equivalents. HN9 T 
Infringement under the doctrine of equivalents requires that the accused 
product contain each limitation of the claim or its equivalent. See 
Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 40, 41 
U.S.P.Q.2D (BNA) 1865, 1875, 137 L Ed. 2d 146, 117 S. Ct. 1040 
(1997). An element in the accused product is equivalent to a claim 
limitation if the differences between the two are "insubstantial" to one of. 
ordinary skill in the art. See id. However, prosecution history estoppel 
prevents the application of the doctrine of equivalents as a tool to 
recapture subject matter surrendered during prosecution. See Litton Svs., 
Inc. v. Honeywell, Inc., 140 F.3d 1449, 1458, 46 U.S.P.Q.2D (BNA) 1321, 
1327 (Fed. Cir. 1998). Application of the rule precluding use of the 
doctrine of equivalents to recapture claim scope surrendered during patent 
acquisition is a question of law subject to review without deference. See 
Mark I Mktq. Corp. v. R.R. Donnelley & Sons Co., 66 F.3d 285, 291, 36 
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U.S.P.Q.2D (BNA) 1095. 1100 (Fed. Cir. 1995V r**2Q| 

This court concludes that the prosecution history of the '767 patent 
supports the district court's refusal to apply the doctrine of equivalents. 
The prosecution history reveals that KCJ, in an attempt to obtain 
allowance of the pending claims over the cited prior art Schild et al. and 
Gammons et al,, added clauses (b) and (d) in their entirety. Additionally, 
KCJ supplemented the claim amendment with the following remark: 

Claim 1 as now amended specifically and unambiguously 

recites means for introduction of positive pressure air into the 

chamber in order to "continuously maintain positive air 

pressure conditions throughout the entirety of said chamber 

during the entirety of operation of said mattress apparatus . . . " _ 

." In no way does the alternating pad of the Schild et al. 

reference supply positive pressure air throughout the entirety 

of the chamber during all operations of the mattress. 



The Gammons et al. reference . . . is likewise very different 
from the structure as claimed in the present claims. . .. . 
Gammons et al. does not employ a chamber having an upper 
wall which is constructed for substantially uniform air flow 
through substantially [**21] the entire plan surface of the 
upper wall. Moreover, Gammons et al. does not provide means " 
for continuously maintaining positive air pressure conditions 
throughout the entirety of the lower chamber during the 
entirety of the operation of the mattress apparatus. 



J.A. at 138-39 (emphasis added). Following the claim amendment and the 
accompanying remarks, the examiner allowed the pending claims. 

On appeal, KCJ argues that the amendment and the remarks should 
impose only a temporal uniformity because spatial uniformity would not 
distinguish the pending claims over the prior art. However, this court 
concludes that KCJ's statements reflect a clear and unmistakable 
surrender of mattresses without airflow "throughout the entirety of the 
lower chamber." Id. The added claim language as well as the 
accompanying remarks show that KCJ narrowed the claims to require 
spatial and temporal uniformity to obtain allowance of the pending claims. 
In fact, KCJ admits in its appeal brief that "KCJ added specific language, 
including the clauses at issue, for the express purpose of distinguishing 
the '767 patent from the cited prior art." 
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Accordingly, this court holds that the prosecution [**22] history 
precludes KCJ from recapturing subject matter surrendered during 
prosecution through the doctrine of equivalents. As mentioned above KCJ 
conceded that Kinetic's devices do not satisfy the spatial uniformity ' 
limitation. KCJ [*1360] may not now employ the doctrine of equivalents 
to extend clauses (b) and (d) to encompass Kinetic's devices, which are 
not within the legal boundaries of claim 1. This court therefore affirms the 
district court's grant of summary judgment of noninfringement under the 
doctrine of equivalents. 

CONCLUSION 

- Because-K-inetic's-accused- mattresses-do "noTiWnge ^ ~" 
patent, either literally or equivalents, this court affirms the district court's 
grant of summary judgment of noninfringement. 

COSTS 

Each party shall bear its own costs. 
AFFIRMED. 
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18 F. Supp. 2d 1212, *; 1998 U.S. Dist. LEXIS 13808, ** 

KCJ CORPORATION, Plaintiff, v. KINETIC CONCEPTS, INC., et al., 

Defendant. 

CIVIL ACTION No. 98-2047-KHV 

" ~"~ UNITED STATES DISTRICT" COURT FOR THE DISTRICT OF KANSAS 

18 F. Supp. 2d 1212; 1998 U.S. Dist. LEXIS 13808 

August 4, 1998, Decided 
August 4, 1998, Filed 

DISPOSITION: [**l] Defendants' Motion To Transfer Venue (Doc. # 
47) filed March 25, 1998 overruled. 

CASE SUMMARY 

PROCEDURAL POSTURE: Defendant alleged infringers filed a 
motion to transfer venue, pursuant to 28 U.S.C.S. § 1404, in 

plaintiff patent holder's patent infringement action. 

OVERVIEW: The infringers were Texas corporations with principal 
places of business in San Antonio. The patent holder filed suit in 
the Western District of Missouri because of docket management 
policies and procedural rules that promoted prompt and cost 
effective disposition of cases in that district. Pursuant to § 1404(a), 

the infringers sought transfer to the Western District of Texas. The' 
trial court initially granted the infringers' motion to transfer. 
Dissatisfied with that ruling, the patent holder filed a motion for 
partial reconsideration, seeking transfer to the District of Kansas. 
The District Court for the Western District of Missouri, treating the 
motion as a cross-motion to transfer venue, sustained it and 
transferred the case to the District of Kansas. The infringers then 
sought transfer to the Western District of Texas. The court 
overruled the infringers' motion, holding that the infringers did not 
demonstrate that the Western District of Missouri committed clear 
error in transferring the case to the court. Further, transferring the 
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case to Texas would only have shifted the infringers' inconvenience 
to the patent holder. 

OUTCOME: The infringers' motion to transfer venue was 
overruled. 

CORE TERMS: choice of forum, venue, reconsideration, deference, motion 
to transfer, cross-motion, transferring, shopping, mattress, transferred 
personal jurisdiction, motion to reconsider, sound discretion, great weight 
new evidence, filed suit, inconvenience, convenience, expeditious 
economical, patent, shop, treating, partial 

... L ?™Nexis (TM ) HEAD NOTES - Core Concepts - > Hide Concepts -- 

Civil Procedure > Venue > Change of Venue in Federal Courts © 
HNi Whether to transfer venue under 28 U.S.CS. 1404, is within 
- the sound discretion of the district. court, and the party 

seeking the transfer has the burden of demonstrating that it is 

appropriate. The court may transfer a case to any district or 

division where it might have been brought for the convenience 

of parties and witnesses and in the interest of justice. 28 

UJL£LiLJLi4Q4(a). The court should also consider the 

following factors: the plaintiff's choice of forum; the 

accessibility of witnesses and other sources of proof, including 

the availability of compulsory process to insure attendance of 

witnesses; the cost of making the necessary proof; questions 

as to the enforceability of a judgment if one is obtained; 

relative advantages and obstacles to a fair trial; difficulties 

that may arise from congested dockets; the possibility of the 

existence of questions arising in the area of conflict of laws; 

the advantage of having a local court determine questions of 

local law; and, all other considerations of a practical nature 

that make a trial easy, expeditious and economical. More Like This Hearing 

Civil Procedure > Venue > Change of Venue in Federal Courts ^ 
HN2jhe court must normally give great weight to plaintiff's choice 
- of forum. Unless the balance is strongly in favor of the movant 
the plaintiffs choice of forum should rarely be disturbed. It is 
not sufficient for defendant to show that the claim arose 
elsewhere, nor will the court order transfer if the result is 
merely to shift the inconvenience from one party to the 

Other. More Like This Headnote 

Civil Procedure > Preclusion & Effect of Judgments > Law of the Case DoctrinP 
wvJThe doctrine of law of the case posits that when a court " 
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decides a rule of law, that decision should continue to govern 

Trad Son,! 88 " 68 - ' m t SUb f qUGnt Sta 9 es of the same case 9 
Trad, .onal principles of law of the case counsel against the 
transferee court reevaluating the rulings of the transferor 
court, including its transfer order. Mpi^mSS 

>econsid^ 

recons deration. In exercising that discretion the court mav 
recognize any one of three grounds justifying ^ 

evidence and the need to correct clear error or prevent 
man, fest injustice. More Like Thi, Hparinnfo / ' Z 

"?hi UNSE M : r 0 u KCJ CORPORATION, plaintiff: Terry W Schackmann 
Fane, Bntt & Browne, Kansas City, MO. y ' bpencer ' 

For KCJ CORPORATION, plaintiff: Stacy Y Daniels, Spencer Fane Britt ft 
; Browne, Overland Park, KS. spencer, i-ane, Bntt & 

For KINETIC CONCEPTS INC, KCI THERAPEUTIC SERVICES INC 

JUDGES: KATHRYN H. VRATIL, UNITED STATES DISTRICT JUDGE. 
OPINIONBY: KATHRYN H. VRATIL 

OPINION: [*1213] MEMORANDUM AND ORDER 
Legal Standards 
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a case to any district or division where it might have been brought 
[*1214] for "the convenience of parties and witnesses" and "in the 
interest of justice." 28 U.S.C. § 1404(a). The Court should also consider 
the following factors: n2 

the plaintiff's choice of forum; the accessibility of witnesses and 
other sources of proof, including the availability of compulsory 
process to insure attendance of witnesses; the cost of making 
the necessary proof; questions as to the enforceability of a 
judgment if one is obtained; relative advantages and obstacles 
to a fair trial; difficulties that may arise from congested 

dockets; the possibility of the existence of questions arising in 
the area of conflict of laws; the advantage of having a local 

court determine questions of local law; and, all other ~ : ~: 

considerations of a practical nature that make a trial easy 
expeditious and economical. . 



Chrysler Credit Corp. v. C ountry Chrysler, Inc.. 928 F.2d 1509. 1516 
(10th Cir. 1991) (quoting Texas Gulf Sulp hur Co. v Rjtter 371 F 2d 145 
147 (10th Cir. 1967)). .. . ' f 



Footnotes 



nl The District Court for the Western District of Missouri held that 
defendants were subject to personal jurisdiction in Missouri and they do 
not dispute personal jurisdiction in Kansas. Hence, this motion to transfer 
venue is reviewed under 28 U.S.C. 5 1404 fa^ rather than 28 U S C S 
1406(a). [**3] " — ' M 



n2 Many of these. factors do not apply to the present case, which arises 
under federal law. 



End Footnotes- 



¥The Court must normally give great weight to plaintiff's choice of 

I™™'. e . eA " State InS " C °- V " EmplQvers Rein surance Corp. r 715 F. Supp. 
1502, 1502 (D. Kan. 1989); Ammon v. Kaolow. 468 F. Su pn 1 niT 

■ 19 u ?9) - " Unless the Glance is strongly in favor of the movant the 

plaintiffs choice of forum should rarely be disturbed." Scheldt 956 F 2d at 
^ (Quoting William A. Smith Contracting Co.. Inc. v. Travelers Indem "~ 
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Co. 467 F.2d 662. 664 (10th nr. 1Q7?) ^ It is not sufficient for defendant 
to show that the claim arose elsewhere, see Headrick v. Atchison T nnp^ 

& Sante Fe Ry. Co ., 182 F.2d 305 (10th Cir. 1 95m , nnr W iii t-hTTv^T 

order transfer if the result is merely to shift the inconvenience from one 
party to the other. See Ammon, 468 F. Sudd, at 1304. 

The District Court for the Western District of Missouri has already decided 
that venue properly resides in this district under [**4] section 1404(a), 
and defendants' motion is basically a motion for reconsideration HN3 TThe 
doctrine of law of the case posits that when a court decides a rule of law 
that decision should continue to govern the same issues in subsequent ' 
stages of the same case. Arizona v. California. 460 U.S. 605. 618 75 |_ 

2d 318, 103 s. Ct. 1 382J1982L This rule promotes the -finality and' -— .- 

efficiency of the judicial process by "protecting against the agitation of 
settled issues." Christianso n v. Colt Indus. Operating Com 4fi fi n g «nn 

816 100 L Ed. 2d 811. 108 S. Ct. 2166 (1987^1 (riraHnnc -nmi^j ' L 

Traditional principles of law of the case counsel against the transferee 

court reevaluating the rulings of the transferor court, including its transfer 
order." Chrysler Credit Corp. r 928 F.2d at 3 51 6 Yritarinnc nmiH-oH) 

HN4 TThe Court has discretion, however/ whether to grant or deny a 
motion for reconsideration. See Hancock v. Citv of Oklahoma Citv 857 
F.2d 1394, 1395 (10th Cir. 1988). Tn • pypmi^hr, >h a * ^ r ^ im Court 
may recognize any one of three grounds justifying reconsideration - an 
intervening change in controlling [**5] law, availability of new evidence 
and the need to correct clear error or prevent manifest injustice. See D 
Kan. Rule 7.3,; Marx v. Schnuck Markets. Inc.. 869 F. Supp. 895. 897 (D 
Kan. 1994); see also Anderson v. United Auto Workers. 738 F. Sudd. 44 1; 
442 (D. Kan. 1990) (motion to reconsider appropriate when the Court has 
obviously misapprehended a party's position, the facts, or the applicable 
law, or when a party introduces new evidence that could not have been 
obtained through the exercise of due diligence). 

Factual Background 

KCJ Corporation ("KCJ") sues Kinetic Concepts ("Kinetic") and KCI 
Therapeutic Services Incorporated ("KCI") for patent infringement. KCJ a 
Kansas corporation, is located in Shawnee Mission, Kansas. Myra Carr 
Richard Carr and Fran Silvers own all of the stock in KCJ. Carr and Silvers 
developed the idea for a mattress that would lessen the incidence of bed 
sores, and in December 1986, KCJ received U.S. Patent No. 4,631.767 on 
their invention, an "Air Floatation Mattress." 

Kinetic is a Texas corporation with its principal place of business in San 
Antonio. [*1215] Kinetic owns KCI, which is a [**6] Texas corporation 
that markets and distributes KCI products. In November 1987 Carr spoke 
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(J 

with KCI regarding the "Air Floatation Mattress" patent Initially Krr 
expressed interest in manufacturing the mattresses In Janua™ 1988 

into KcTs 1?'°™^ that the " Air Roatati ° n Mattress" d'idnof'fit 

d^fendants°^SH 9 n e „ 0 ^ eCtiVe ^ Plaintiff avers that notwithstanding 
defendants stated position on the subject, by June 1989 thev were 

producing and distributing an air floatation mattress i^ioL^n of KCJ's. : 

f 

KCJ filed suit in the Western District of Missouri because of docket 
management policies and procedural ru.es that promote p ompfand cost 

1404 ,f rlTT? ° f CaS6S in that district Pur " uan t to 28 g g 
14^(a defendants sought transfer to the Western DistrlcTof^s m 

nf ^■ rminir -^ a PP ro P r 'ate venue, the District Court for the Western ofstrk:t 

" ^f n f° Ur,9 f venodeferen ^ 

pla nt.ff , s not a resident of Missouri. It initially granted defendants" motion 

hA" Sfe \ re,yin 9 heavi| V on ^ determination that a Texas forum would 
be the most convenient for witnesses. 

Dissatisfied with that [**7] ruling, plaintiff filed a motion for oartial 
reconsideration, seeking transfer to the District of Kansas The S et 
Court for the Western District of Missouri, treating the motion as a 

thTrn^V? tfanSfer V6nue ' Sustaine * lt and transferre^he case to 
the District of Kansas. Defendants now renew their original motion again 
seeking transfer to the Western District of Texas. ' agam 

Analysis 

This case is atypical in that the District of Kansas is not plaintiffs original 

^ f ° ru ™: Defendants therefore argue that the Court should Neither 
apply the doctrine of law of the case nor afford deference to KCj4 cho ce 
f forum, citing Gall v. Home Bnv Office. u 9 , %jc- L?°' Ce 

U.S. Di st. LE XIS 10189. IQQf) W. 1 1 iota fP Knn j ^ L ° rp " ' 1990 

wSr-l^ 1 ^ that u he WeStern District of Missouri relied upon the 
unusual case of Lee v. Hunt. 415 f ^, pp oak 2 46 (M D La 1Q7M L 

l4n* e r«Ii, Th A C ? Urt , in LeS transferre d the proceeding under 28 U S C § 

^rJZV (a) t0 P ' aintiff ' S Second choice of foru ™- Defendan^alP 
hat while Lee .s an unusual decision under 28 U.S.C. s i4flfi fan?kLn 
less suited as authority for transfer under 2 8 U.S.C. 5 1404 ^ 

Defendants also argue that the district court committed error bv 
evaluating plaintiff's motion for partial reconsider^ on as a cross-motion to 
transfer. The district court found that defendants' motion to^sfer^ue 
gave rise to "changed circumstances" which permitted plaint fftoodge a 
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motion for change of venue. See Anadigics, Inc v Ravtheon r n an, r 
Supp 615, 617 ( S D M V 1<WS ) ;^e, S ai te«f^dT ^Se Sl^t ' 
court allowed plaintiff to successfully forum shop by not slmuftaneou^lv 
ruling on the motion to transfer and the cross-motion to transfer V 

Defendants finally contend that it is in the interest of justice to transfer th P 
case to Texas. Defendants argue that the relevant factors such aTthT 
location of witnesses, weigh in favor of transfer to Texas and^hat tte 

- IZl^ZToTrT 9 an ° th2t d °' erence ^-"nstScSar 
tZZ' , ar S"T ent f,pds some S'-'PPO'* i" l-eiker, 1990 WL 112974 at °7 
where plaintiff filed suit in the District of Kan sas then sought transfer to 

tah? « C ° nn h eCtiCUt The court in that ease afforded no deference to 
plaintiff s second chdce of venue and denied the motion. See id The court 
- was concerned that if it deferred to plaintiff's second choice of forum ? 
motor ,to transfer venue could become an unchecked ^S for the pTaintiff 

23024S X 0 ^ f0 f T Sa : d , betWeenjUd 9 es '' Id - Similarly in f^l^WL 
rJ^hi, Jfrf den 'ed Plaintiff's motion to transfer venue , deterging 
1, ,h deference ordinarily given plaintiff's choice of [n2161 forum 
would be inappropriate- because it was plaintiff who sought transfer Id at 

Ilj! S ^ aS ^ ' S d '^ tin 9 uishabte from both Gall and Leiker, and those cases do 
not convince the Court that plaintiffs second choice of forum should 
receive no weight in this case. In Gall [«10] and Leiker Sff Mod 

X KS? f ° fa , H that th6y had '"^'all " elecS 

plaintiff learned that it could not maintain suit in its chosen vghup anH 

^ 72? ^ lt S6ek an ° ther Sultab,e forum - A mo%?m^"S^ncSon 
is that the parties in Leiker and Gall were not asking thTcou^rt to 
recons.der the law of the case, as defendants do in this case 

Defendants' concern that plaintiff has engaged in forum shoooina m 3 v 
^ssourf in'an * cL in 

i nssoun in an attempt to save time and resources. Its motive in doina sn 

fh P » P T rS th be r- r " 9n ' h0WeVer ' in "9 ht ° f the «** the Supreme Court and 
the Tenth Circuit Court of Appeals have both condoned consTderations of 

TSasGu™ S r 3t T * Ma < eaSy ' ^P^ditious and Icon™. See 
lexas Gulf Sulphur Co. v . Ritter. 371 F.?d 145 147 nni - h rir A 
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acton from the traditional notion of forum shoppin^Thf Court does not 
be , eve that Judge Sachs committed clear error in affording great 
deference to plaintiff's choice of forum. "rroraing great 

Defendants' argument that the district court erred in treatina Dlaintiff'-; 

™o^ide?ation 0 f;.v 0ti0n f ° rtranSfer ' ratherlha " a ™S " 

^= = ? ' alS0 un P ers "asive. From the record it is evident that 

Whfthf r a ^ th ° U f 9htfUlly conside ^ the law and the rele^nreviden^ 

rcretton anrf ^ "T' W3S 3 qUeStion commltted to "Is sound 
,? the Court sees no evidence that he abused it either 
procedurally or substantively. ««u n atner 

S^^s^M^jT 2 }^^^^ quires transfer 
pdrel^ 

however ,s not to allow defendants to rehash arguments previously 

Ssed eariier'n?^' ° r t0 PreS6nt le9al t^orls that could have" been 
rased earner. n3 See Barrett v. Fields, 941 F. Sunn can o^.c ■ 



1996). 

" ' . - - - Footnotes 



" ---- - End Footnotes 

Defendants have not demonstrated that the Western DMhrt nf 

SrfoisSoTr tr ? h nSfe , rrin9 the ^S&n" te Tof the 
^ttetaDST^ C ° Urt a9feeS With Jud9e Sachs that transfer 

to Texas would only shift defendants' [**13] inconven"IncTt6 nl^rSf 
^fofth^^^^ 
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?Doc S V^SS^^ def ^ dantS ' Motion To T ™*« venue 
v niea March 25, 1998 be and hereby is overruled. 

Dated this 4th day of August, 1998, at Kansas City, Kansas 
KATHRYN H. VRATIL 

UNITED STATES DISTRICT JUDGE 
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30 F. Supp. 2d 1319, *; 1998 U.S. Dist. LEXIS 20508, ** 

KCJ CORPORATION, Plaintiff, v. KINETIC CONCEPTS, INC., et. al., 

Defendants. 

CIVIL ACTION No. 98-2047-KHV 

UNITED STATES DISTRICT COURT FOR THE DISTRICT OF KANSAS 

30 F. Supp. 2d 1319; 1998 U.S. Dist. LEXIS 20508 



December 22, 1998, Decided 
December 22, 1998, Filed; December 23, 1998, Entered on the Docket 



CASE SUMMARY 

PROCEDURAL POSTURE: Plaintiff patent holder filed suit against 
defendant corporation, asserting that defendant willfully infringed 
plaintiff's patent by manufacturing and selling therapeutic low air 
loss mattress devices. The matter came before the court on 
motions in which the parties asked the court to construe claim one 
of the patent as a matter of law. 

OVERVIEW: Plaintiff patent holder asserted that defendant 
corporation willfully infringed plaintiff's patent by manufacturing 
and selling therapeutic low air loss mattress devices. The parties 
asked the court to construe claim one of the patent as a matter of 
law. The court ordered that claim one of the patent would be 
construed in a manner consistent with the court's memorandum 
and order. The court held that the phrase "a lower, continuous, 
inflatable chamber" meant one non-interrupted inflatable chamber. 
The court held that the phrase "substantially uniform airflow 
therethrough over substantially the entire plan surface area" 
meant air flow at substantially the same rate at substantially all 
locations on the surface. The court held that the phrase "operably 
coupled with said chamber defining means" meant that two 
elements work in concert to create an inflatable chambeY. 
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OUTCOME: In plaintiff patent holder's suit asserting that 
defendant corporation willfully infringed plaintiff's patent the court 
ordered that claim one of the patent would as a matter of law be 
Sr r J e o d ,n _f mar \ ne : consistent with the court's memorandum 
and order. The court held that the language of the claim was to be 
given its ordinary meaning. 

CORE TERMS: patent,- chamber, air, secondary, upper, mattress 
continuous, pad, inflatable, apparatus, surface area speSbn' 

M™^^"*?' ^ 1 *' a,temating ' Ski "' a 'r"'ow, surface, 
airflow, therethrough, air mattress, interdigitated, alternately examiner 
air-permeable, invention^original appltoti^ 

LexisNexis (TM) HEADNOTES - Core Concepts - ♦ Hide Concents 

E^nLLaw > Jurisdiction & Review > Standards of Review -fe 
*«« The construction of a patent is a question of law for a 

Court. More Like This Headnote 

g^gptLaw > Jurisdiction & Review > Standards of Review Q 
f2 In i construing patent claims, the court should look first to the 

~ ° f ; 6C ? rd ' that ls ' the patent itself ' incl "ding 

the claims, the specification and, if in evidence the 

prosecution history. The court must determine'how the claim 

would be interpreted by one of ordinary skill in the art at the 

time the patent was issued. More Like This h™^* 

^fny=aw > Jurisdiction & Review > Standards of Review © 
wvjThe analysis of patent claims begins with the words of the 
- claims. The language of the claim is to be given its ordinary 
meaning to a person of ordinary skill in the relevant art 
unless it appears from the patent and the file history that the 
terms were used differently by the inventor. Thus, a patentee 
jsiiot limited to ordinary dictionary definitions of terms, but is 
free to be his or her own lexicographer. More Like this ******* 

^gOUaw > Jurisdiction & Review > Standards of RpvIpw €> 

* ^pTLT tk^ fead J n Vi6W 0f the s P ecifi «tion, of which they 
are a part The specification includes a written description of 

nvJnnnn th ^ ^ m ° de 0r preferred embodiment of the 
invention .The specification must enable a hypothetical person 
having ordinary skill in the art to make and use the invention 
and so ,s typically drafted in some sense as an interpretive 
guide in reading the claims. The limitations in particular 
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embodiments should not be read into the claims, although the 
court may use the embodiments as definitional guides for 
words in the claims. The court should also consider the 

ZrT f °Jl hiSt0ry ° r " flle wra PPer/' if in evidence, to 
ascertain the meaning of any claim. The construction of the 

■ KS nl be COnfirmed by the 'mentor's understanding of 
2nd Jh ' m MK nVen1 i 0n - Alth0ugh the Prosecution history can 
and should be used to understand the language used in the 

m cne Claims. More Like This Headrmt-P 

including publications, dictionaries, and expert testimony if 

£rm? a V° a r SiSt in determinin 9 the meaning or scope o 
terms m the claims. Extrinsic evidence is to be used for the 
court s understanding of the patent, not for the purpose of 
varying or contradicting the terms of the claims. But this 
ey.dence ,s not for the purpose of clarifying ambiguity in claim 
t~ogy The claims themse.ves seUhe meteLnd boun^ 
of the inventor's right to exclude others from practicing the 
invention. More Like this Hp^n^o . y y tne 

S E , L Marcus N. Bozeman, Marcus N. Bozeman Vivian W 

plaTntim^ Fane ' Britt & Browne ' 0v erland Park, KS, for 

& lC w el f' | aunders ' Terr y w - Schackmann, Therese M. Schuele Teresa 
A. Woody, Spencer, Fane, Britt & Browne, Kansas City, MO, for plaTntS 

JUDGES: Kathryn H. Vratil, United States District Judge. 
OPINIONBY: Kathryn H. Vratil 

OPINION: [*1320] MEMORANDUM AND ORDER 

KCJ Corporation has filed suit against Kinetic Concepts Inc and kpt 

latent no. 4,631,767 [the .767 patent] by manufacturing and selling 
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therapeutic low air loss mattress devices. This matter comes before rh P 

Defendants' Motion For Partial Claim Construction Andl =or Summarv 

21 S nfr" ° n 7 h f 9?«™«Pn (Doc. # 231), both file? October 
21, 1998. nl Consistent with the evidence presented at a Markman 

c^on^V\ I" 8 ' the Court « nds as a matte? oftw that 
■claim 1 of the 767 patent has the meaning and scope set forth below 

--Footnotes _ 

. Saimco^^ 



End Footnotes- ------- 

[*1321] Claim Construction Standards 



Marlon ?T^° n ? f 3 Pat6nt iS a question of law for the Court. 
UbS™". ZTnZ y*™™"* Tnr , C ' 7 "-S-™ ™ — 



Background 



?n r °h t m Sf 21 ' 1984 ' Myra Carr ' Francis Brosi 9< and Robert Gottlieb 
appl.ed to the United States Patent and Trademark Office (the "PTO" ! > for a 
patent for a so-called Air Flotation Mattress "for useTthe treatment of 

™™ h f Pita,S ' nUrSing homes and home care." Paintiffs S 2 
Tab [**3] A, p.l. On January 3, 1985, the applicants assigned their' 
nghts m the patent application to KCJ Corporation. n2 P™s Ex 2 Tab 



Footnotes 



n2 Myra Carr her husband Richard Carr, and Fran Brosig-Silvers formed 
KCJ Corporation on April 16, 1984. Myra and Richard Carr are now ^ 
only two shareholders of KCJ; Ms. Carr is president cVkc " 



End Footnotes- 
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latffnT exami , ne : re J' ected P' ainti ff's original application for obviousness 
based on prior art stating as follows: luu&nebs 



Claims 1-4 and 7-10 are rejected under 35 U.S.C. 5 103 as 
being unpatentable over Schild et al in view of Gammons et al. 

Schild et al shows an air mattress which consists of a pressure 
pad 28 enclosed within a removable surrounding cover 27 
(See Fig. 4). The cover 27 forms a plenum with a ventilatinq 
support surface 25, air is pumped into the plenum and exists 
-(sic)-.throughpassages-29. Note that Schild e t" a disclose that " 
the pressure pad 28 could be replaced with a conventional air 

[pfrhThlV 3 ] l°*^ te the embodiment of Fig. 3, Gammons et al 
teach that [**4] a pressure pad can also be used to provide 
body ventilation by providing passages 24 and 25 upon the 
pad surface. It would have been obvious to one of ordinary 
skill in the art to provide Schild's pressure pad with ventilatinq 
passages as.taught by Gammons, also many differing 
materials, could be used in the construction of Schild, any 
particular material would have been an obvious matter of 
choice. 

Claims 5 and 6 are rejected under 35 U.S.C. as being 
unpatentable over Schild in view of Gammons as applied to 
claim 2 above, and further in view of Harris et al. 

Harris et al teach that an air mattress can have parallel baffles 
with end manifolds, it would have been obvious to one of 
ordmary skill in the art to construct Schild's pressure pad in 
this fashion. 

Nos, Lapidus, Crane, and Stanton show relevant art. 



Plaintiff's Ex. 2, Tab C, p. 2-3. 

The^Gammons Patent, U.S. Patent No. 4,347.633 was issued on 
September 7, 1982. The Schild Patent, U.S. Patent No 4 391 009 was 
-ssued on July 5, 1983. The Court has reviewed each of these pate nts and 
provides only a brief summary of each here. Patents, and 

The Gammons patent disclosed an interdigitated mattress chamber with 
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two air cells that interrupted [**5] each other along the length of the 
mattress and were alternately inflated and deflated to provWe su wrt for 
the patent's body. Gammon patent, Col. 4, 1.52-55; Fig 4 & 6 The 
Gammons mattress had "vent holes in its top for ventilating the patent 
m^ aft T,. a h 5 ' n SGe Gammon ^bstrac t/ and the patent 9 revea?ed a 

a^X?* ^?^* 31 " 9 PaSSages ^^istant from one 
another. Gammons patent, Fig. 4. The patent observed that certain 
mattresses in the prior art had a tendency to "crawl" on the bed surface 
because the sequential inflation and deflation of parts of the n^attress 
"acted somewhat like raising and lowering alternating feet of a 
multi-legged caterpillar or worm." Gammons patent, Col. 1 l 27-31 The 
Gammons patent also noted that different kinds of pads did not have the 
crawl" problem because they did not alternately inflate air passages 

- '^tead, such pads were continuously inflated with" a cTrcula¥ng liquid and" 

adjoining sect.ons did not sequentially inflate and deflate. Id., Col 1, 

The Schild patent claimed a plenum chamber with a plurality of apertures 

»r h I t? * e Cells ^ h]ch are interdigitated with a second set of 
aligned bubble like cells for giving sole support to . . . [a] living body " 
SchHd pa en t/ Cpl. 6, 1.21-25. The Schild patent claimed a pump "coupled 
£.31 " f lt: ? n h atin9 inflatable su PP° rt means for alternately inflateg at a 
relatively high pressure said first and second [*1322] interdiqitated sets 
of aligned bubble like cells." Id., Col. 6, 1.27-30. As n^S^S^^''-- 
exammer, the Schild patent disclosed that the alternating inflatable 
support (pressure pad) could be replaced with a conventional air mattress. 

After the patent examiner rejected plaintiff's original application for 
obviousness based on -prior art, plaintiff amended its application, Le^ 
e xlint amended Cla,m distin ^shed the prior art cited by the patent 



The structure defined in Claim 1 as amended is nowhere 
suggested or intimated in any of the prior art of record The 
primary reference to Schild et al., Patent No. 4 391 009 

?S 'f Q ref f ence t0 R 9" 4 a b °dy support including a 
central pad 28 and a surrounding envelope defined by sheets 
25 and 26. The pad 28 may be an alternative pressure pad or 
a conventional mattress. In neither [**7] event, however! 
does the Schild et al. reference suggest the structure now 
claimed. Thus, if use is made of an alternating pressure pad 
^it is clear that the structure defined in Claim 1 is not met 
I hus, the alternating pressure pad of the Schild et al 
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reference includes alternating sets of channels together with 

an air pump and valve assembly designed to "cause adjacent 
channels 12 to be inflated and deflated alternately so that the 
weight of the user is carried alternately on discrete regions 
defined by the two sets of channels." (citation omitted). 

On the other hand, claim 1 as now amended specifically and 
unambiguously recites means for introduction of positive 
pressure air into the chamber in order to "continuously 

maintain positive air conditions throughout the entirety of 
operation of said mattress apparatus. In no way does the 
alternating pad of the Schild et al. reference supply positive air 
pressure throughout the entirety of the chamber during all 
~ operations of the mattress. Indeed, this ^ is specifically to be " 7 r '~ 

avoided in Schild et al. and to this end the respective channels 
are alternately supplied with positive pressure air and then 
deflated. Moreover and very [**8] importantly, the Schild et 
al. reference does not provide an internal or lower chamber 
having air permeable upper wall means as clearly claimed in 
Claim 1. To the contrary, the upper sheet 11 of the pad 28 is 

formed of "plastic", and the two sheets 11 are hermetically 
sealed together (see col. 3, lines 28 ff.). Obviously, Schild et. 

al. does not employ an upper wall which is constructed "for 
substantially uniform passage of air therethrough over 
substantially the entire plan surface area of said upper wall" 
as is specifically recited in Claim 1 as amended. 

The Gammons et al. reference is likewise very different from 

the structure as claimed in the present claims. In Gammons 
et. al. the mattress 3 has two sets of independent passages 

which are alternately inflated by pumping means 10. 

Above the mattress 3 is provided a diffusion pad 4 of open cell 
foam material. During inflation of either of the passages 13 or 

14, vent holes 24 and 25 discharge a portion of the ventilating 
gas for an attempt to ventilate the patient through the porous 
pad 4. Here again, though, it will be readily perceived that 
Gammons et al. does not employ a chamber having an upper 
wall which is constructed [**9] for substantially uniform air 
flow through substantially the entire plan surface of the upper 
wall. Moreover, Gammons et al. does not provide means for 
continuously maintaining positive air pressure conditions 

throughout the entirety of the lower chamber during the 
entirety of the operation of the mattress apparatus. As noted 
with respect to the Schild et al. reference, the alternating 
inflation-deflation concept is the antithesis of the structure 
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now claimed. 

Plaintiff's Ex. 2, Tab D., 4-5. 

ann^Tn' 3 °/ 198 ,V he PT0 issued KCJ the ^2 patent. In doing so it ' 
foTrntncs'^r"^ 9 th —^-ts to the Cairn which areset 

We claim: 

1. "An air flotation, ventilated mattress apparatus comprising- 
La)] means defining a lower, continuous, inflatable chamber 
having an air-permeable, flexible upper wall portion, — 

[on said upper wail portion being constructed for substantially 
uniform airflow therethrough over substantially the entire ■ 
^ plan surface area of said upper wall portion] 

[c) ] air-permeable secondary wall means above said chamber 

upper wall portion and operably coupled with said 

chamber-defining means, • ; : 

[d) ] [**10] said secondary wall means being constructed for 
substantially uniform passage of air therethrough over 
substantially the entire plan surface area of said secondary 
wall means, 

[e) ] said secondary wall means and upper wall cooperatively 

defining therebetween an inflatable compartment above said 
chamber; and 

[f) ] means for continuously introducing positive pressure air 
into said chamber in order to continuously maintain positive air 

Pressure conditions throughout the entirety of said chamber 
during the entirety of operation ot 'said mattress apparatus and 
to inflate both said chamber and compartment by passage of 

said air into said chamber and thence through said upper wall 
portion and thereby maintain positive air pressure conditions 
in said compartment, and to cause said continuous passage : of 
air through said secondary wall means, 

[g) ] said mattress apparatus being free of solid internal 
support structure [capable of] for supporting a patient, 

[h) ] said air introduction means, upper wall portion and 
secondary wall means being cooperatively configured and 
arranged for continuous passage of sufficient positive pressure 
a.rf ow [under pressure] through [**li] the chamber, upper 
wall portion, compartment, and secondary wall means/or 
even, substantially uniform flow of air from said mattress 
apparatus so that a person lying atop the secondary wall 
means is supported by said [pressured] pressurized air without 
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the presence of weight-supporting structure within said 
mattress apparatus." 



767 patent, Col. 6, 1. 7-46 (letters added for ease of discussion). 
Claim Construction 

+In construing patent claims, the Court should "look first to the 
intrinsic evidence of record, i.e., the patent itself, including the claims, the 
specification and, if in. evidence, the prosecution history." Vitronics Corp 
v. Conceptronic, Inc.. 90 F.3d 1576. 1582 (Fed. Cir. 19Q6) (c\Vm n 
" Markman v. WestviewTnstrumen^ F.3d 967. 979 (Fed dr 

19951 aff'd, 517 U.S. 370. 1 34 L. Ed. 2d 577. 116 S.Ct. 1384 (1996^ 
The Court must determine how the claim would be interpreted by one of 
ordinary skill in the art at the time the patent was issued. Markman 52 
F.3d at 986. " 4 — 

*The analysis begins with the words of the claims. The language of 
the claim is to be given its ordinary meaning to a person of ordinary skill 
in the relevant [**12] art, unless it appears from the patent and the file 
history that the terms were used differently by the inventor. Intellical l 
Inc. v. Phonometrics. Inc.. 952 F.2d 1384/1387 fFed. Cir. iggTy Th^c a 
patentee is not limited to ordinary dictionary definitions of terms, but is' 
free to be his or her own lexicographer. Fromson v. Advan ce Offset Plate 
Inc., 720 F.2d 1565. 1569 TFed. Cir. 198"3T ~ ~ " 

^"Claims must be read in view of the specification, of which they are a 
P art " Markman. 52 F.3d at 979. The specification includes a written 
description of the invention and a best mode or preferred embodiment of 
the invention, Id. "The specification must enable a hypothetical person 
having ordinary skill in the art to make and use the invention, and so is . 
typically drafted in some sense as an interpretive guide in reading the 
claims -" Mediacom Corp. v. Rates Tech.. Inc.. 4 F. Supp. 2d 17. 25 (D. 
Mass. 1998). The limitations in particular embodiments should not be read 
into the claims, although the Court may use the embodiments as 
definitional guides for words in the claims. Ethicon Endo-Surqerv. In c v 
U.S . Surgical Corp.. 93 F.3d 1572. 1574-76 (Fed. Cir. 1996V ThP ^ 
Court [**13] should also consider the prosecution history or "file 
wrapper," if in evidence, to ascertain the meaning of any claim. Markman 
52 F.3d at 979. The construction of the patent may be confirmed by the ' 
inventor's understanding of the claimed invention. Id. "Although the 
prosecution history can and should be used to understand the language 
used in the claims, it too cannot enlarge, diminish, or vary the limitations 
m the [*1324] claims." Id. (further quotations and citations omitted) 
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Finally, ?the Court may consider extrinsic evidence, including 
publications, dictionaries, and expert testimony, if necessary to assist in 
determining the meaning or scope of terms in the claims. Vitronics Corp . 
90 F.3d at 1583. Extrinsic evidence "is to be used for the court's 
understanding of the patent, not for the purpose of varying or 
contradicting the terms of the claims." Markman, 52 F.3d at 981 "But this 
evidence is not for the purpose of clarifying ambiguity in claim 
terminology." Id. at 986. The claims themselves set the metes and bounds 
of the inventor's right to exclude others from practicing the invention. 

Adhering to the above legal principles, the Court received 

. evidence .t** 14 ] althe Markman hearing for the purpose, of better 

understanding the technology of ventilated medical air mattress devices. 
The parties disagree on the proper construction of several terms in Claim 
1 of the 767 patent and at the hearing, expert witnesses for both sides 
expressed legal opinions as to how those terms should be construed. The 
Court has afforded such testimony no deference and considered it merely 
as an extension of counsels' legal arguments. See Markman; 52 F.3d at 
983 (inventor and patent attorney testimony about claim construction is 
legal opinion entitled to no deference). 

The claim language which the Court must construe is set forth below. 

A. Construction of Clause (a): "means defining a lower, 

continuous, inflatable chamber having an air-permeable, flexible 
upper wall portion" 

The 767 patent claims an air flotation, ventilated mattress apparatus 
comprising, among other things, "means defining a lower, continuous, 
inflatable chamber having an air-permeable, flexible upper wall portion " 
The parties disagree whether such language claims one or more 
chambers, and focus their dispute around the meaning of the terms "a" 
and "continuous." Plaintiff [**15] alleges that the language claims a 
mattress apparatus with at least one chamber, which is "continuous" in 
that it is not interrupted, interdigitated, or broken in its structure. 
Defendants contend that the reference to "a ... continuous" chamber 
requires a single chamber which is not divided, into separate sections that 
are independently capable of containing air. The parties agree that the 
term "continuous" means non-interrupted, i.e. extending without 
interruption or break. n3 See Plaintiff's Ex. 1; Defendants' Ex 404 Their 
principal dispute centers around the term "a" and whether the reference to 
a . . . chamber" encompasses multiple chambers. 



Footnotes 
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n3 Plaintiff asserts that the patent examiner rejected the original 
application because earlier patents described the use of interdigitated 
chambers that alternately inflated and deflated, and the amended 
application added the word "continuous" to distinguish that prior art As 
noted above, all parties agree that "continuous" means non-interrupted 
and that an interdigitated mattress does not have a "continuous" chamber 
under that definition. "Continuous" is not synonymous with 
"non-interdigitated," however, to a person of ordinary skill in the relevant 
art. Moreover, the Court is not persuaded, from the patent and the file 
history that the term "continuous" was used by the inventor to mean 
non-interdigitated." 

Plaintiff cannot convincingly insist that "continuous"" means only 
non-interdigitated. From all that appears in the patent record, the 
examiner did not reject the original application on the basis that it failed to 
distinguish prior art with reference to interdigitated chambers The 
examiner found that plaintiff's device combined the pressure pad of 
Schild's with ventilating passages taught by Gammons and after noting 
that the Schild et al disclosed that the pressure pad could be replaced 
with a conventional air mattress," concluded that because "Harris et al 
teach that an air mattress can have parallel baffles with end manifolds " it 
would have been obvious to one of ordinary skill in the art to construct 
Schild s pressure pad in that fashion. Plaintiff's Ex. 2, Tab C, p. 3 The 
language which the patent examiner used in rejecting the original 
application does not suggest that he read the original application to claim 
an interdigitated mattress. In fact, the record clearly shows that he read 
the original application to include an air mattress with parallel baffles and 
end manifolds. 

Moreover, although plaintiff relies heavily on the file history to argue that 
the patentee added the word "continuous" to distinguish its claims from 
!k f '^T^'" 9 pressure P ads in Schi| d, this position ignores the fact that 
the Schild patent provided an alternative design claim with no alternating 
pressure. 3 



-.. - - End Footnotes [**16] 

Defendants focus on the claim language, which provides for "a 
chamber," and [*1325] notes that references to that chamber are 
repeatedly made in the singular. Defendants cite patent cases using 
singular terms, where the Federal Circuit has ruled that a given device 
contains only one of the component. See, e.g., Insituform Techs. Tnr v 
Cat Contracting. Inc.. 99 F..V I 1098. 1105-06 fFed. Cir. iQQfi) rnaim 1 
refers to 'a cup' and 'the cup' repeatedly, suggesting that only one cup ' 



is 
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involved"), cert, denied, 520 U.S. 1198, 117 S. Ct. 1555, 137 L. Ed. 7ri 
703 (1997). Plaintiff counters that "it is generally accepted in patent 
parlance that 'a' can mean one or more." North Am. Vaccine, Inc. v. 
American C vanamid Co., 7 F.3d 1571, 1575-76 TFed. Cir. 1993). cert 
denied, 511 U.S. 1069, 128 L Ed. 2d 365. 114 S. Ct. 1645. 

The articles "a" or "an" are ordinarily given a singular construction; a 
plural construction is appropriate only if the specification indicates that this 
was intended. 7 F.3d at 1576: see also Brita Wasser-Filter-Svsteme GMBH 
v. Recovery Enq'q. Inc.. 1998 U.S. Dist. LEXIS 12491, 1998 WL 473467 
(N.D.III Aug. 7, 1998). (patent claimed "an" opening in the sleeve, and 
specification provided [**17] no embodiment with more than a single 
opening in the sleeve; the court read this to "disclose a single opening in 
"the sleeve and ho more'."). A review of file history is particularly relevant 
where words were added to the claim to overcome specific prior art, see 
.Lemelson v . General Mills Inc., 968 F.2d 1202, 1206 (Fed. Cir; 1992) f but 
that principle is of less assistance than basic common sense in resolving 
the matter at issue. 

The Court has little hesitation in concluding that the reference to "a ... 
continuous . . . chamber" means exactly what it says: one continuous 
chamber. Plaintiff's position is untenable because the concept of multiple 
chambers is at fundamental odds with the concept of continuity, and 
discrete multiple chambers cannot be read into the patent without 
sacrificing the concept of continuity. It would be oxymor.onic, for example, 
to speak of multiple continuous chambers: if any five chambers are 
non-interrupted, they are not five chambers but one. On the other hand, if 
five chambers are insular and merely contiguous, the mattress apparatus 
will not comprise means defining a. non-interrupted chamber. A mattress 
apparatus might have five discrete chambers, each [**18] "continuous" 
only unto itself, but a person of ordinary skill in the relevant art would not 
describe such an apparatus as one which comprises "means defining a 
continuous . . . chamber." Such a person more accurately would describe 
the apparatus as one which comprises "one lower, continuous, inflatable 
chamber or two or more lower, non-continuous, inflatable chambers." 
Nothing in the language of the claim, the patent, or the file history 
suggests such an interpretation. 

In summary, the Court believes that the phrase "a lower, continuous, 
inflatable chamber" has a plain meaning in light of the '767 claims, the 
76_7 specification, and the '767 prosecution history. A person of ordinary 
skill in the art of air bed engineering would read the phrase "continuous" 
to mean without interruption and the word "a" to mean one. Thus, the 
Court determines as a matter of law that the phrase "a lower, continuous, 
inflatable chamber" claims one non-interrupted inflatable chamber. 
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n;r C H«„ St h rUCti ° n ° f 5' aUSeS (b) and (d): C,ause "MM "PPer wall 
portion bemg constructed for substantially uniform airflow 

therethrough over substantially the entire plan surface area of 
sa,d upper wall [**19] portion." Clause (d): "said secondary wall 
means being constructed for substantially uniform passage of air 
therethrough over substantially the entire plan surface area of 
said secondary wall means.' 1 

The 7§Z patent claims an air flotation, ventilated mattress apparatus 

comprising, among other things, an upper wall portion and a secondary 
wall means that are "constructed for substantially uniform passage of air 
therethrough over substantially the entire plan surface area of said 
secondary wall means." n4 The parties agree that when the claim 
language refers to "substantially uniform [*i326] passage of air " it 

opposed to fluctuating, intermittent or alternating over time. See Plaintiff's 
; Ex 1; Defendants' Ex. 408 ("person of ordinary skill in the art would read 

uniform airflow' to mean air flows at essentially the same rate ") 
They disagree about where the patent claims the substantially steady air 
flow will occur. Plaintiff alleges that although the patent claims 

substantially uniform passage of air therethrough over substantially the 
entire plan surface area/' the claim does-not specify the [**201 spatial 
location through or at which air will flow. Rather, according to plaintiff it 
means that air flow will be constant "wherever air flows." n5 According to 
defendants, the requirement for "substantially uniform airflow over 
substantially the entire plan surface area" means that at substantially all 
locations on the plan surface, air flows at essentially the same rate n6 



Footnotes 



n4 The patent claims for the upper wall portion and the secondary wall 
ZlZZt •^^^^''y.'de^ical except that the upper wall portion claims 
substantially uniform a.rflow" and the claim regarding the secondary wall 
means .s for "substantially uniform passage of air." The difference is not 
material to any issue before the Court. 

n5 Among other problems with plaintiff's argument, it is hopelessly 
circular. As noted, plaintiff alleges that the claim language ("over 

fn, t 5 r ant ll Uv th u entire p,an surface area ") does not ^ecify the spatial 
location through or at which air will flow, but merely means that air flow 
will be constant "wherever air flows," and that "this is true" over 
substantially the entire plan surface. What plaintiff really argues, thouqh it 

anoS hp", andid framin9 the iSSUG ' iS that the Cou * should altogether 
ignore the claim requirement that air flow at a substantially uniform rate 
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"over substantially the entire plan surface area." [**21] 



n6 Although defendants' motion refers to "are" flow, it is clear from 
defendants supporting memorandum that the intended word is "air.' 



End Footnotes- 



Plaintiff argues that if the Court were to adopt defendants' proffered 
construction, the invention would be impossible to make because when a 
S? . "I^Y 8 0n the mattress ' a'r cannot flow at the points of contact n7 
Plaintiffs interpretation ignores the fact that the "uniform air flow" clauses 
continue with 'therethrough over substantially the entire plan surface area 

thit *^ and Upper wa " portion J- The claim ^mands 

that air flow through all locations on the surfaces. Defendants' 

construction would seem to give the proper meaning in context/Further 
as defendants point out, the claim sets out a mattress with an "air 
permeable wall." Because the patent does not suggest that this 
permeability varies substantially from place to place, it is logical to 
cone ude that the patent intended air flow which is uniform in space This 
conclusion is supported by the fact that in distinguishing Schild, plaintiff 
mentioned that Schild included a [**22] non-permeable upper wall 
mea ^ S I F " rther ' the Patent specification mentions many times the need to 
ventilate the patient's skin at all adjacent areas. 



Footnotes 



n7 This argument must fail. The claim is for a mattress apparatus which 
has certain characteristics, including air flow "over substantially the entire 
plan surface. The patent does not claim that air flow will be unaltered 
when a human body lies on the surface; it only addresses the mechanical 
engineering of the apparatus. "eu.dn.cai 



End Footnotes- 



IlcA. , ha the Phrase "substantially uniform airflow therethrough 

nnh^f^.^ 17 ,^ 6 6ntire Plan Surface area " has a P |ain meaning in 
Ught of the 767 claims, the '767 specification, and the 767 prosecution 
history. A person of ordinary skill in the art of air bed en~g7n~eering would 
read substantially uniform airflow" to mean airflow that does not 
substantially fluctuate over time. When added to the words "over 
substantially the entire plan surface," the claim requires that air flow at 
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substantially the same rate at substantially [**23] all locations on the 
surface. 

C. Construction of Clause (c): "air-permeable secondary wall 
means above said chamber upper wall portion and operably 
coupled with said chamber-defining means. 

The 767 patent claims an air flotation, ventilated mattress apparatus 
comprising, among other things, "air-permeable secondary wall means 
above said chamber upper wall portion and operably coupled with said 
chamber-defining means." The parties disagree about the meaning of 
"operably coupled." According to plaintiff, the term means that "the two 
elements are in mutual relation so that the operation of one_works with. 
" th<e other "to achieve" a 'common" result.'' Plaintiff's Ex. 40iV"More """ : 
specifically, plaintiff argues, 

this limitation means that there is at least one air-permeable 
cover sheet (or secondary [*1327] wall) that overlies the 
upper wall of the chamber. This secondary wall is connected, 
linked, or attached in some way to the chamber described in 
clause (a). This would include any operable method of coupling 
a cover sheet with a mattress, and specifically includes 
attaching a cover sheet to a mattress with straps or elastic 
bands. 



Defendants disagree, arguing that under the [**24] patent language the 
secondary wall means and the upper wall portion must be 
"chamber-defining" in order to be "operably coupled." Defendants' Ex. . 
414. , More specifically, according to defendants, 

this limitation speaks of a "secondary wall means" that is 
"operably coupled" with the lower chamber. Defendants move 
this Court to interpret "operably coupled" so that it requires a 
device which (1) possesses a compartment "defined between" 
the upper wall and secondary wall, and (2) is assembled so as 
to allow the inflation of that compartment and the flow of air 
through "substantially the entire plan surface area" of the 
secondary wall. 



' Plaintiff contends that "operably coupled" means simply that those 
elements "be in such a mutual relation that the operation of one interacts 
with the operation of the other to achieve a common result - not that 
they are mechanically joined to provide a particular function described 
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PlaMffTJS^^h^T V ^ P ' ai ? tlff S Claim Construction Brief at 14. 
Plamhff asserts that defendants' interpretation seeks to limit the claim* t n 

2 described in the specification oT o thetaTures 

of prototypes of the invention. Plaintiff [**251 aswrK h™ ic 7= il 

1994) SoenrPs, Inc. 34 F.™ 1 0 48 , ms4 rw 



Footnotes 



r>8 According to plaintiff, the coupling could be accomplished bv snaos 
uppers, buttons, velcro straps, elastic bands or otheT means P ' 

Subled^S h h f rln w f a, ' ntiff,S 6Xpert testified that tne term "operably 
Shi sh ° uld De read to mean two things that are mutually related so 
that the work of one thing is coupled with the work of the other Plamtff?', 

atTach e d eS T if th9t thG t6rm did n0t re < uire that **te$^i*^ S - 
SS P ' ni0n ' S COnSiStent With the meanin 9 Proffered in " 



End Footnotes- 



Defendants first rely upon the claim language that the uDDer wall nf i-h* 
lower chamber should combine with the ^secondary wSrto^oSSradveJv 

u^orm oassaae %lw i ^ The f( f econ u dar y wa » must allow "substantially 
Mnirorm passage [**26] of air therethrough over substantially the entire 
plan surface area of the secondary wall means." Id., 1.20-22 Lfendants 
argue that to serve the goals -of the operable coupling the device mus? 
have a compartment "defined [J between" the upper waif anc Kdarv 

fTnw SlT* bS K a f 6mb,ed t0 allow inflation ^ *at compartment 
seTon°d f ar; wa r S U9h ^ entire plan surface a "re^ofTe^ 

?n^- ntS H^ 0 ^I y UP ° n the s P ec i^ation that the upper compartment 
inflate and that the operable coupling should "deflne" the co^Mrl^ni- 
"□between" the upper wall of the L^ ani ^7n6t^s^T^ 
Defendants then point to the description of drawings that "the secondarv 
wall 36 is detachably secured by means of a convlntiona z Tote 38 at 7 

^■STS'Tn inniSbl " b6tWeen thG SideWa " 2 ^ 2? As 

waT 2 6 a F n 9 d 40 * ^ ^ thG t0p 

In the 767 patent, the function of the secondary wall means is to define, 
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in cooperation with the upper wall portion, an inflatable compartment 
above the lower chamber. 767 Patent, Col. 6, 1.21-23. The Court believes 
that [**27] the phrase "operably coupled with said chamber defining 
means" has a plain meaning in light of the 767 claims, the 767 
specification, and the 767 prosecution history. A person of ordinary skill in 
the art of air bed engineering would read "operably coupled" to mean that 
two elements work in concert to create an inflatable chamber, e.g. one 
which is not air tight but can receive and hold air. Thus, whatever means 
is used to operably couple must create an inflatable chamber between the 
top wall and the secondary wall. 

IT IS THEREFORE ORDERED THAT claim one of the 767 patent will as 
a matter [*1328] ofjaw be construed in a manner consistent with this _ _ _ 
"'" " memorandum and order. " " ~ ~: '"' ~ " -• 

IT IS FURTHER ORDERED THAT the parties shall file reply briefs 
regarding the outstanding motions for summary judgment on or before 
January 5, 1999. 

IT IS FURTHER ORDERED THAT the status conference in this case 
previously set for January 7, 1999, shall be rescheduled for January 14 
1999 at 7;30 a.m. ' 

Dated this 22nd day of December, 1998, at Kansas City, Kansas. 
Kathryn H. Vratil 

United States District Judge 
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39 F. Supp. 2d 1286, *; 1999 U.S. Dist. LEXIS 3125, ** 

KCJ CORPORATION, Plaintiff, v. KINETIC CONCEPTS, INC., et. al 

Defendants. ' 

CIVIL ACTION No. 98-2047-KHV 
~ "' ~" UNITED STATES DISTRICT COURT FOR THE DISTRICT OF KANSAS 

39 F. Supp. 2d 1286; 1999 U.S. Dist. LEXIS 3125 

January 13, 1999, Decided 
January 13, 1999, Filed 

DISPOSITION: Defendants' Motion For Partial Claim 

■' ■■ fiSl^^K 0 " fo«P u - mrT ?" a " ,v Judgment- Based 'Oh 

.led October 21, 1998 SUSTAINED. Plaintiff KCJ's Motion For Summary 

Judgment As To Infringement filed October 21, 1998 OVERRULED 

nf,p D n m^ October 21, 1998 

UvhRRULED as moot. All pending motions in limine OVERRULED as moot. 

CASE SUMMARY 

PROCEDURAL POSTURE: Plaintiff corporation filed a motion for 
summary judgment as to infringement and defendant corporations 
riled a motion for summary judgment as to partial claim 
construction in a patent infringement action. 

OVERVIEW: Plaintiff corporation filed a patent infringement action 

against defendant corporations. Plaintiff alleged that defendants 
willfully infringed its patent by manufacturing and selling certain 
therapeutic low air loss mattresses. Plaintiff filed a motion for 
summary judgment as to infringement and defendants filed a L 

motion for summary judgment as to partial claim construction The 
court granted defendants' motion, but denied plaintiffs motion 
holding that defendants did not literally infringe plaintiff's patent 
because a literal infringement claim was precluded by the court's 
claim construction, thus, defendant was entitled to summary 
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judgment on the literal infringement claim. The court found that 
based on its claim construction and its examination of the file 

history, plaintiff was estopped from asserting infringement under 
the doctrine of equivalents. 

OUTCOME: The court granted defendants' motion for summary 
judgment and denied plaintiff's motion for summary judgment. 

The court held that plaintiff was estopped from asserting 

infringement under the doctrine of equivalents and that defendants 
had not literally infringed plaintiff's patent because a literal 
infringement claim was precluded. 

C°MTERMS: a^ ^ 

infringement, upper, matter of law, literal, summary judgment cover 
sheet, air flow, removable, secondary, patient, moving party, estoppel 
nonmoving party, air bed, therapeutic, air-permeable, engineering 
continuous, infringe, disputed, skill, surface area, operably, concedes 

LexisNexis (TM) HEADNOTES - Core Concepts - ♦ Hide Concepts 

Civil Procedure > Summary Judgment > Burdens of Production & Proof gl 
Civil Procedure > Summary Judgment > S ummary Judgment Standard ft] 
• hni Summary judgment is appropriate if the pleadings, 

depositions, answers to interrogatories, and admissions on 
file, together with the affidavits, if any, show that there is no 
genuine issue as to any material fact and that the moving 
party is entitled to a judgment as a matter of law. Fed. R. Civ. 

P^_56{cl. The moving party bears the initial burden of showing 
that there is an absence of any genuine issue of material fact. 
Once the moving. party meets its burden, the burden shifts to' 
the nonmoving party to set forth specific facts showing that 
there is a genuine issue for trial. A genuine factual dispute 
requires more than a mere scintilla of evidence. More Like This Hearing 

Civil Procedure > Summary Judgment > Summary Judgment Standard €l 
"N2 in considering a summary judgment motion the court must 
M view the evidence in the light most favorable to the 
nonmoving party. Summary judgment may be granted, 
however, if the nonmoving party's evidence is merely 
colorable or is not significantly probative. Thus, where the 
record taken as a whole could not lead a rational trier of fact 
to find for the nonmoving party, summary judgment in favor 
of the moving party is proper. More Like This Hearing 

Patent Law > Infringement > Acts of Infringement 



2 of 11 



3/24/04 3:20 PM 



Search - 5 Results - kcj pre/1 corporation pre/10 kinetic ... http://www.lexis.com/research/retrieve?_m=58ce4d588. 

Literal infringement of a claim exists when every limitation 
recited in the claim is found in the accused device, i.e., when 
the properly construed claim reads on the accused device 

exactly. More Like This Headnote 

Patent Law > Infringement > Doctrine of Equivalents ^1 
«A«An accused device that does not literally infringe a patent 
claim may infringe under the doctrine of equivalents if it 
performs substantially the same function in substantially the 
same way to obtain the same result. More Like This Headnote 

Patent Law > Infringement > Doctrine of Equivalents Q 

^ /V5 Each-element-eontained-in-a- patent-claim- is deemed material --- --- 

.-- to defining the scope of the patented invention, and thus the 
doctrine of equivalents must be applied to individual elements 
of the claim, not to the invention as a whole. It is important to 
ensure that the application of the doctrine, even as to an 
individual element, is not allowed such broad play as to 
effectively eliminate that element in its entirety. More Like This Headnote 

Patent Law > Infringement > Doctrine of Eguivalents Si - 
«/V6The essential inquiry is: Does the accused product or process 
- contain elements identical or equivalent to each claimed 
element of the patented invention? More Like This Headnote 

. Pat ent Law > Infringement > Prosecution History Estoppel lu 
wyv7jhe essence of prosecution history estoppel is that a patentee 
should not be able to obtain, through litigation, coverage of : 
subject matter relinquished during prosecution. Amendments 
made to overcome a prior art rejection can create an estoppel. 
In other words, a patentee may not reassert as an equivalent 
element something given up during the patent application 
. process to overcome the prior art. More Like This Headnote 

Patent Law > Infringement > Doctrine of Equivalents 
Pa tent Law > Infringement > Prosecution History Estoppel $B 
MVS where the reason for a change was not related to avoiding the 
M prior art, the change may introduce a new element, but it 

does not necessarily preclude infringement by equivalents of 

that element. But the patent holder bears the burden of 

establishing the reason for an amendment that was not 

required to distinguish prior art. More Like This Headnote 
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COUNSEL: For KCJ CORPORATION, plaintiff: Terry W. Schackmann 
Therese M Schuele, Michael F. Saunders, Teresa A. Wood Xencer 
Fane, Bntt & Browne, Kansas City, MO. =>pencer, 

srsr stacy Y Danie,s ' spencer ' Fane ' 

For KINETIC CONCEPTS INC, KCI THERAPEUTIC SERVICES INC 

^T a X% la 7 e r Ce A " R0USG ' Marcus N - Boz eman, Vivian W. McLeod, 
Rouse, Hendricks, German, May & Shank, Kansas City, MO. 

For DON P LOVETERE, movant: Lawrence A. Rouse, Marcus N Bozeman 

_. ^: an . „ 



JUDGES: Kathryn H. Vratil, United States District Judge. 
OPINIONBY: Kathryn H. Vratil 

OPINION: [*1287] MEMORANDUM AND ORDER 

KCJ Corporation filed suit against Kinetic Concepts, Inc. and KCI 
Therapeutic Services, Inc., asserting that they willfully [**2J infringed its 
tLn^ No : h 4 ' 631 ' 767 (the " 767 patent") by manufacturing and 
selling certain therapeutic low air loss mattresses. This matter comes 
before the Court on Plaintiff KCJ's Motion For Summary Judgment As To 
infringement (Doc. # 225) and Defendants' Motion [For Partial Claim 
mnr r ^.'^ A K d i F ^ !T mary Jud 9 m ent Based On That Construction 

b ° th ™ ed 0ctober 21 > 1998.- For the reasons stated below 
the Court finds that defendants' motion for summary judgment should be 
sustained and that plaintiff's motion should be overruled 

Summary Judgment Standards 

^Summary judgment is appropriate "if the pleadings,. depositions 
answers to interrogatories, and admissions on file, together with the ' 

f^ZT^???' Sh ° W that th6re iS no genuine issue as t0 an V material 
law FoH d r n 0V c ?? f arty is entitled t0 a Judgment as a matter of 
aw. Fed. R. Civ. P. 56(c); accord Anderson v. Liherry I nhh Y m c 477 
U.S. 242, 247 91 I . Ed. 2d 202. n,h *; Q. 2505 riQRfi^^ i^ 2 
party bears the initial burden of showing that there is an absence of any 
genuine issue of material fact. Celotex Com, v. rat^t , 477 U S 317 
323, 91 L Ed. 2d 265. r**31 1.)^ C t. 2548 riQ^/ n^^^ 
party meets its burden, the burden shifts to the Lnmoving party to ''set' 
forth specific facts showing that there is a genuine issue for trial " 
Anderson, 477 U.S. at 256 A "genuine" factual dispute requires more than 
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a mere scintilla of evidence. Id. at 252. 

HN2 mm r . . 

♦in considering a summary judgment motion the Court must view the 

evidence in the light most favorable to the nonmoving party. Tom v First 
Am.Credit Union. 151 F.3d 17 89. 1291 flOrh C\r iqq«) Qnr^^T 

judgment may be granted, however, if the nonmoving party's evidence is 
merely colorable or is not significantly probative. Anderson. 477 U s at 
25 0-51. Thus, "'where the record taken as a whole could not lead a 
rational trier of fact, to find for the nonmoving party,' summary judgment 
in favor of the moving party is proper." Thomas v. IBM, 48 F.3d 47 8 484 

(10th Cir. 1995) (quoting Matsushita Ele~c. Indus. Co. v. 7 P nirh R^Hin " 

Corp., 475 U.S. 574. 587. 89 L. Ed. 2d 538. 106 S. Ct. 114rJ T^M 



[* 1288] Factual Background 

P n December 22, 1998, the Court entered a Memorandum and Order 
(Doc. # 279) which construed Claim 1 and set forth background facts 
concerning the [**4] patent application and prosecution history The 
Court does not repeat its claim construction or factual recitation but 
incorporates them by reference. 

First addressing defendants' motion for summary judgment, the Court 
finds that the following facts are either uncontroverted or, if controverted 
set forth in the light most favorable to plaintiff. ' 

I. Claim Construction 

On December 17, 1998, this Court held a Markman hearing and the 

parties presented argument and evidence concerning the proper 
construction of disputed terms in Claim 1 of the 767 patent After 
considering the evidence produced at that hearing, the Court held that all 
of the disputed terms had a plain meaning in light of the '767 claims the 
231 .specification, and the '767 prosecution history, and it then construed 
the disputed terms as a matter of law. The Court first addressed Clause 
(a), which claims "means defining a lower, continuous, inflatable chamber 
having an air-permeable, flexible upper wall portion." The Court 
determined that "[a] person of ordinary skill in the art of air bed 
engineering would read the phrase 'continuous' to mean without 
interruption and the word 'a' to mean one." The Court [**5] therefore 
determined as a matter of law that the phrase "a lower, continuous 
inflatable chamber" claims one non-interrupted inflatable chamber ' 
Memorandum and Order (Doc. # 279) at 8, 10-11. 

The Court next addressed Clause (b), which claims that the upper wall 
portion is "constructed for substantially uniform airflow therethrough over 
substantially the entire plan surface area of said upper wall portion " and 
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c!hc? 6 ( - d) .', WhiC , h ° laimS th9t the secondar y w a" means is "constructed for 
substantially uniform passage of air therethrough over substantially the 
entire plan surface area of said secondary wall means." The Court held as 
a matter of law that "[a] person of ordinary skill in the art of air bed 
engineering would read 'substantially uniform airflow' to mean airflow that 
doesTOt substantially fluctuate over time." The Court therefore concluded 
that when added to the words 'over substantially the entire plan surface ' 
the claim requires that air flow at substantially the same rate at 
substantially all locations on the surface." Id. at 11, 13. 

Finally the Court construed Clause (c), which claims "air-permeable 
secondary wall means above said chamber upper wall portion [**6] and 
operably coupled with said chamber-defining means." The Court held that _ 
--ta^pereon-of-or^^ 

operably coupled' to mean that two elements work in concert to create an 
inflatable chamber, e.g. one which is not air tight but can receive and hold 

air. Therefore the Court concluded that "whatever means is used to 

operably couple must create an inflatable chamber between the top wall 
and the secondary wall." Id. at 13, 15. 

II. Defendants' Accused Devices 

Kinetic Concepts, Inc. ("Kinetics") is a Texas corporation with its principal 
place of business in San Antonio, Texas. KCI Therapeutic Services, Inc 

Therapeutic '), a Delaware corporation, is a wholly owned subsidiary of 
Kinetics which also has its principal place of business in San Antonio 
Texas. At .all relevant times, Therapeutic has been engaged in the business 
of marketing and distributing products made by or at the direction of 
Kmet.cs Kinetics makes, offers for sale, rents and/or sells various low air 

mdc^ ^cf eS: / irSt Step ' First Step Plus ' First Step Select, First Step 
MRS, First Step Tri-Cell, First Step Advantage, and. Home Kair DMSTI 
These mattresses [**7] - the accused devices - are patient support 
devices that are designed to prevent skin breakdown by reducinq the 
interface pressure between the [*1289] skin of a bedridden patient and 
thesurfaceofthesupportdevice.nl 



Footnotes 



nl Emetics released the various products at different times: First Step and 
First Step MRS in 1989, First Step Plus in 1990, First Step Select in 1993 
First Step Tri-Cell and Home Kair DMS II in 1995, and First Step 
Advantage in 1998. Plaintiff did not know that defendants had 
manufactured or marketed the accused devices until Ms. Carr saw some of 
them at a trade show in 1994. In 1996, Ms. Carr obtained and tested one 
of the products. These dates are relevant only to the laches defense 
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which the Court does not reach because of its finding that defendants are 
entitled to summary judgment on other grounds. "^riaancs are 



End Footnotes- 



unit- -^r a accuseddev,ces ,nc,ude s an inflatable mattress, an air supply 
unit, and a removable cover sheet. Each inflatable mattress is a one-ptece 
unit which consists of three separately inflatable [**8] sections that 
correspond to the head, body, and legs of the patient. None of the 
sections have chambers which are interdigitated. 

i^cfl 0 " thS T ir ?u St u P dGViCe ' eacn of the three sections incorporates at 

" IT 6 °? ,9h air ,0SS (HAL > Gore " Tex ' an air-permeable fabric 

on the top (patient support surface) of the mattress. On the First Step 

this surface has stitched retainers which permit air to permeate the 

SUIT3CG. 

When defendants' devices are used in accordance with operating 
instructions provided by Kinetics, a removable cover sheet of HAL 
Gore-Tex covers the entire patient support surface of each mattress The 
cover sheets are to be attached to the mattress by straps, Velc ro sthps 
elastic bands, or normal hospital bed tucking. 

Each of defendants' devices is inflated by a blower unit which maintains 
positive air pressure throughout the entire mattress by continuously 
blowmg air into each section. Air flows from the mattress, through the HAL 
Gore-Tex panels in the upper wall of the mattress (in the case of the First 
Step, through the stitched retainers), and creates positive air pressure in 

S^^fSSi^.*? inflatable mattress and the removable 
fnZ sheet, [**9] thus inflating the compartment between the 
inflatable mattress and the removable cover sheet. In each of the accused 
devices, air then flows through the removable mattress cover sheet 

ANALYSIS 

I. Literal Infringement 

■n fh^ L |=i eral in / rin 9 eme nt of a claim exists when every limitation recited 
m the claim is found in the accused device, i.e., when the properly 
construed claim reads on the accused device exactly." Engel Indu s Inc v 
i0ck ormerCo..96F^i.Q« i.n. f ^ nt ^ T n thi , , 
Courts construction of Clause (a) and Clause (b) of Claim 1 prevents a 
finding of Hteral infringement as a matter of law. n2 Further, P because 

riSme • ' ?' a - are u indent on Claim 1, literal infringement of those 
claims is also impossible. n3 . 
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Footnotes 



n2 The Court construed Clause (a) of Claim 1 as claiming "one 
non-interrupted inflatable chamber." Memorandum and Order (Doc. # 
279) at 11. The accused devices are one-piece units with three separate 
inflatable chambers. Thus Clause (a) of Claim 1 does not read directly on 
the accused devices. Also under the Court's construction, Clause (b) of 
Claim 1 requires "air flow at substantially the same rate at substantially all 
locations on the surface." The upper walls of the accused devices contain 
large portions of low air loss fabric, with insets of high air loss fabric. 

Plaintiff concedes that the limitations of "Clause (aj and Clause (b) are not 
met by any of the accused devices. Plaintiff argues that the Court's 
construction would allow a finding of literal infringement, however, as to 
Clause <c) and Clause (d). Because a finding of literal infringement is 
precluded by application of the claim construction as to Clause (a) and 
Clause (b), the Court need not address that argument. [**10] 



n3 Plaintiff contends that the Court's construction is erroneous but 
concedes that under that construction, it cannot prove literal infringement 
of Claim 1. . 



End Footnotes- - '- - - 

Defendants are entitled to summary judgment on plaintiff's claim that they 
literally infringed Claim 1 of the "767 patent. 

[*1290] II. Doctrine of Equivalents 

♦An accused device that does not literally infringe a patent claim may 
infringe under the doctrine of equivalents if "it performs substantially the 
same function in substantially the same way to obtain the same result." 
Graver Tan k & Mfg. Co. v. Linde Air Prods. Co.. 339 U.S. 605, 608, 94 L 
Ed. 1097, 70 S. Ct. 854 fl950) (further quotations and citations omitted). 
The Supreme Court recently clarified this doctrine, stating that 

Each element contained in a patent claim is deemed material 
to defining the scope of the patented invention, and thus the 
doctrine of equivalents must be applied to individual elements 
of the claim, not to the invention as a whole. It is important to 
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ensure that the application of the doctrine, even as to an 
individual element, is not allowed such broad play as 

to effectively eliminate that element in its entirety. 

Warner-Jenkinson Co. v. Hilto n Davis Chem. Co.. 52Q U s '17 117 S Ct 
1040 1049 137 I . Fd 7d 1 ^Trhe essential inquV^es 

^rh ^ USed H Pr ? dUCt ° r Pr ° CeSS C0ntain elements identical or equivalent to 
each claimed element of the patented invention?" Id. 117 S. Ct at 1^4 

Defendants contend that under principles of prosecution history estoonel 
Pla.nt.ff cannot assert a scope of protection of the 767 patent That S 
- -encompass defendants- accused p7odu^Fs; a 
legal quest.on for the Court. Insituform Tech., m c . v. Cat cLtrlT* * * 

nl! 9 ^ 3 ^ 1 ?' 1107 (Fed ' Cin iqQfiV " H " 7 ^e essence of 
n^f !°" ?? ry est0 PP el is that a Patentee should not be able to 
obtain, through litigation, coverage of subject matter relinquished durina 

(FeTc^ 

(Fed. Or. 1993) r clarified on reh'g, 15 F.3d 1076 riQQ4V ^ ^tT^ vrr 
P TQds v inc. v. Qsound Labs. Tnr .1 *7 F .3d 137^1^ f .lTr^B^ 
( Amendments made to overcome a prior art rejection can create an 
estoppel."), in other words, [**12] a patentee may no ^reassert as an 
equivalent element something given up during the patent appMca Ln 
process to overcome the prior art. . d,J P |,cac,on 

Plaintiff asserts that defendants' accused devices contain an equivalent of 
each element of Claim 1, in that they perform substantially the same 

es ^ aVthp U H bStant,a ,Y Same Way t0 achieve substantially the same 
result as the device cla.med in the 767 patent. Plaintiff acknowledges 

Srrrt wh^thf e ? ? USe (b) and GaUSe (d > t0 Claim 1 in ^Ponse to 
pnorart which the patent examiner cited. Plaintiff disagrees with the 

Court s conclusion that plaintiff distinguished the prior art on the basis of 
n.?n«f? ir / l0WS , ae -.' ° Ver substanti a"y the entire surface) Rather 

and Ha, ,c!?m\ / m H ,C / Vi ^ nCe that * added the limitation j n Clause (b) 
walls (d) to define, how air flows from the upper and secondary 

Plaintiff cites Hilton Davis for the rule that " w/v *?where the reason for fal 
change was not related to avoiding the prior art, the change may 
introduce a new element, but it does not necessarily preclude infringement 
by equivalents of that element." 117 S. Ct. atiosr But the patent holder 
bear S the b den of estab|ishjng r** 13 ] the reason for XertmM 
that was not required to distinguish prior art.- See id. Plaintiff concedes 
that ,t cannot meet this burden because it "does not agree wlt??he Court's 
interpretation of these claim elements, or that such a non-respons^e 
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surplus limitation was added." Plaintiff KCJ's Reply To Defendants' 
Memorandum In Response To Plaintiffs Motion For Summary Judgement 
Of Infringement (Doc. # 282) filed January 5, 1999, at p 12 JUdgement 

The Court finds that based on its claim construction and its examination of 
the , file history in connection with that claim construct^ S is 
estopped from asserting that the accused products - wh ch do no include 

7* 291! S r Stantia,,y T Same ratS at ^stantially air l^onfJn ^ 
[*1291] the upper walls -- infringe Claim 1 under the doctrine of 
equ.v alents . Th s nj|d , 009 patent gnd Gammons n ?^ C ^ e e n f da 

mattresses which did allow air to flow through discrete apertures or 
perforat,ons but did not permit uniform air fL over slbs'tantial y the 
Sm^H H rfa ? area " ThG P rosecution history reveals that plaints' 

- - - " " amended-patent application- disfihguishecl Wprio? art or . the bSis"of " 

where a,r flows (i.e., over substantially [**14] the entire surface V L a 
2^ is amendment, the patent office issued the 767 patent and 
P'amt.ff cannot now reclaim mattresses which do not peTmlt air flow at 
substant,ally the same rate at substantially all locations on the surface 

th h ^ • 
Co^stS 

(\ dZ # I Tn fl^H n [ S k Umm r Y Jud 9 ment Based On That Construction 
(Doc. # 231) filed October 21, 1998, be and hereby is SUSTAINED. 

Z f FUR /* HE ? 0RDERED tnat P'aintlff KCJ's Motion For Summary 

Judgment As To Infringement (Doc. # 225) filed October 21 1998 be and 
hereby is OVERRULED. iyyo ' De ana 

oS 

269^T^ 

moot ' ' 3 ' 274 9nd 2?7) be ahd her eby are OVERRULED as 

Dated this 13th day of January, 1999, at Kansas City, Kansas. 

Kathryn H. Vratil 

United States District Judge 

Source: Legal > AreaofJ^^_To P jc > PatentLaw > MuJtj^purceGmups > Patent Cases 
Adm.mstrat.ve Decisions and Regulatory MaterJalsH 
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S0UrC6: mes 1 SSKfifc^ ' ^^^^^^^^>^ States Code Service . 

^^fS^e^^ 

35 USCS § 271 

UNITED-STATES~CODE SERVICE 
Copyright © 2004 Matthew Bender & Company, Inc., 
one of the LEXIS Publishing (TM) companies 
All rights reserved 

*** CURRENT THROUGH P.L. 108-204, APPROVED 3/02/04 *** 
*** WITH A GAP OF 108-203 *** 

TITLE 35. PATENTS 

PART III. PATENTS AND PROTECTION OF PATENT RIGHTS 
- " CHAPTER 28. INFRINGEMENT OF PATENTS ~ r ' : '"' 

♦ GOTOCODE^^^ 

35 USCS § 271 (2004) 
♦ Review expert commentary from THr N a tional Institute for Trial Arivnrary 
§ 271. Infringement of patent 

(a) Except as otherwise provided in this title [35 USCS §§. l et seq.l, whoever without 
authority makes uses, offers to sell, or sells any patented invention, within the United States 

^JSg££3* Pat6nted 1™""°" *™ " the pa t ?n d . 

(b) Whoever actively induces infringement of a patent shall be liable as an infringer, 

(c) Whoever offers to sell or sells within the United States or imports into the United States a 
component of a patented machine, manufacture, combination or composition, or a material 
or apparatus for use in practicing a patented process, constituting a material part of the 
invention, knowing the same to be especially made or especially adapted for use in an 
infringement of such patent, and not a staple article or commodity of commerce suitable for 
substantial noninfringing use, shall be liable as a contributory infringer. 

(d) No patent owner otherwise entitled to relief for infringement or contributory infringement 

r alTlt*" " deemed 9^ <* misuse or illegal extension of the patent 

right by reason of his hav.ng done one or more of the following: (1) derived revenue from 
acts which if performed by another without his consent would constitute contributorv 
infringement of the patent;. (2) licensed or authorized another to perform acts which if 
performed without his consent would constitute contributory infringement of the patent- (3) 
sought to enforce his patent rights against infringement or contributory infringement; (4) 
refused to license or use any rights to the patent; or (5) conditioned the license of any rights 
to the patent or the sale of the patented product on the acquisition of a license to rights in 
n»?l J r n P l° r pur< : h f e of a separate product, unless, in view of the circumstances, the 
whirh Z?- marl < e t Power in the relevant market for the patent or patented product on 
which the license or sale is conditioned. 

(e) 

(1) It shall not be an act of infringement to make, use, offer to sell, or sell within the - • ' ' 
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*i 35 USCS §271 

UNITED STATES CODE SERVICE 

Copyright © 2004 Matthew Bender & Company, Inc., one of the LEXIS Publishing (TM) companies All rights reserved 
CURRENT THROUGH PI. 108-204, APPROVED 3/02/04 *** WITH A GAP OF 108-203 *** : 

' 79. Miscellaneous 

"Invention," was what applicant had discovered as shown by his own disclosure thereof in specifications and drawing 
of his application, and he had right to whole of that disclosure, but could have appropriated I l^h?ffi dedrS^! S 
SrtrSS^ Sift K ^I.^: Em pi - fa v "^g^ r, (1934, rJZffiftX!^ 

Using plaintiff's designations for proprietary seed corn wrongfully acquired from plaintiff without crediting Dlaintiff as 

Ms? ff^ i '~t~^ *"* - «-* ~ * -A— ?iSS? 

■ fon^l 9 m reversal of Judgment for patentee. Exxon Chem. Patents v I ,ihri7ni Corp f 1995. pa F n 6 4 F3d 1553 35 
EMl^lT&gS' (19 ? 6 h' CA "? 77 F3d 450, 37 t ,SPQ2dl767 and cert den fg 9 « 5 ?B^ m£ ■ ?£ , 

■ tfl i 10 /j, 116 S Ct 2554 and vacated on other grounds, remanded (1998. CA FC) 137 F3d 14 75 45 iispr>7H in** 
re^en banc, den (1998, CA FC) 1998 US App IFXTS 9791 and cert den (199m 525 IIS Rij iSt'^i^ZV^ r, 

rhfnfj 11 ^ ° f ™ acroreticulated cation exchange resin in organic medium depends on less that 50 percent dimension 
change, and dimension is construed as linear to encompass preferred embodiment of patent, rather than three 
dimensional "hjme «s urged by defendant, so that judgment of infringement is affirmed. Hoechst ^1^.. Cnm „ rp ' 
Chems. Ltd. (1 996, CA FC) 78 F3rt 1 575, 38 USPQ Pd 1 1 76 cert den (1996) 519 US 91 1 . 136. FriffiS iYt^" « 
Claims on placement of pairing tabs in shoes distinguish tabs from shoe liners, so that defendant's placement of tabs in 
39 0 US^ d in e n S i n0t H nfrin9 K e and J' ud r ePt t0 C ° ntrary iS reversed " Maxwell v J.^^r in c. (1996 CA Ino*'" 
Ed 2d 327 UlS ^'oZ ' ( 96 ' CA FQ 1996 ^ App LFXTS^320Q and cert den (1997) 520 us 1 HlAwi 

a nH r h S n eCUti0 , n 1 t ! iSt ? ry sh ° w 1 s u that claim 'imitation of no plastic flow of trap adhesive below 1200F requires both vertical 
and horizontal testing of adhesive at 1200F, so that infringement and commercial success decisions based on less 
1563°4 S 1 USP07 r ri rcy ^'y reversed an d seated, J. T. Eaton & Co. v Atlantic ft Glue Co. ( 1997 r A FC) 106 F3rl 
jpental tool with gear head lacking claimed recess is properly held not to infringe, so that judgment to that effect is 

aff ' rmed h YC T q D ??f a Mfq ' C °- V 03 SDRdal PmdS - Y19Q7 rA FrV 1 " ™ 1 1 47 ■ IS P0 2d 1 589%? £ S^nf Vh 'rtl 

reh, en banc, den (1997, CA FC) 1997 US Anp LEXIS 17572. y ? ' g ' 

rh^mhTr^c^Vh'f . c . h . amber i . P' a ! ma sterilizer for medical equipment are not infringed by sterilizer using two separate 
chambers, so that judgment to this effect is affirmed. AbTox Inc. v Exitron Corn (1997 CA FC) 122 F3d 1019 43 

F U 3 S d 10U9 1 54 "- 46 l,SP0 M ^ reh d "V(1997, CA FQT337MK^^ d^<]3^1M2and al on g 9 97 g A FC ) ill 
Since claim interpretation is matter of law for court and since district court properly construed claims on liquid 

for > atentee of - -m™-. 

h„«l?h l( i erred in ad °P u tin 9 Jury's finding of infringement of claim of plaintiffs bottom sheet feeder patent, since 
hypothetical claim proposed by plaintiff as aid in determining whether claim at issue may be infringed under doctrine of 
equivalents impermissibly narrowed important gate member limitation and would not have been patentable over 
previously cited prior art. Streamfeeder, LLC, v Sure-Feed Svs.. Inc. (1999. CA FC) 175 F3d 974. 50 lj S PQ2d 1515 
When claim language or context suggest ambiguity in application of general meaning of article (word)' 

m^nZ ^^ V a ™ n *[™ ° f Wri " en descrj P«on and prosecution history to ascertain whether to limit 
meaning of a or an. KCJ Corp. v Kinetic Concents. Inc. (2000. CA FQ 223 F3d 13S1. 55 uspQ2d 1835. 

claim k «K \fr^l S c ° nstru ! d j " cont ! x ! ■ of specification in which it appears as part of patent document, and when 
2 S f° c pi ed fr om an ^j^^ for int erference purposes, it must be supported by specification of copier. Cultor 

ADD LEX^S 7960^ ^ ( ' A FQ 224 ™ 56 USPQ?d 1?f)S feh ' en banC ' den < 2000 ' CA FC > ^JS 
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79. Miscellaneous (continued) 

oil^ e r^J« K«lh 9 e tha ^ defen ^^ nt ?? r i ced in C0 -°P erati0 " with others to infringe patented method of grouting offshore 

^l^^lS ^ lSS^^r" ^ With ° Ut ° P (1989 ' CA) ^"dSlg-'ltaS^fe ren 
.Detector patent, claim requiring light beams to be spaced apart is not infringed by accused device using light beams 
that intersect. Carroll Tpuch, Tnr. v Elect r o M echa ni c al Svs . mqq? rn im 24 \KPn?<i i^o, a ffd in part an ^ vacated in 
jpart on other grounds (1993, CA FC) 15F3d_ 1573. 27 uspom 1836 P 

' nonl^Sm^M r Ckih9 ? P !?. claimed and requiring separate drill for pilot hole deserves summary judgment of 
noninfringement. McGu.re v Acufex Microsurgical (1994. DC MasO u ij S P02ri 174Q accepted, summary judgment den 

JUdgment 9r ' ln (1 " 4 - DC MaSS) 1994 US ™ 5t LEXT ^ 17fi7fi ops combined aT(l994, DC Mass) ' 

B^-^ ^ affd CA &3F3d 978,41 U^'iW 

nrofwTf„ C !f '^cIh antidP M 6d b L P 1 i0r art requireS h0le in marine drive snaft seal assembly that is not infringed by 

?IH 45 USPQ7H %7 Y ' S ° * SUmmary jUd9ment iS 9 ranted to defendant, Finnev vL^l ^ ri^ mqqt nh 

hiSl .^M!ring cover jhteippsed between flange and back wall of mounting bracket is not equivalent!/ infringed by 
R Soon RMn 9 fT^o^' m° ?5 SUmmary judament is 9 ranted to defendant. Mid-America B.dn" g r,ff „ 
LEXIS 6] f ' M ' rh) 970 F SUPP 61 7 1 44 USPQ?d 1 ?0? subsequent app (1998. CAFCY 1998 us Ato 

Accused deep fat fryer lacking claimed hot air flow channels proceeding in alternating right and left turns from one wall 
to an- opposite wall is summarily adjudged not to infringe. CP. Partnership v Far West Pmik. qggs. WD l a™ n iAo7H 

jSS' l mit f 0ns , i ? V0,V ^i SaCrificial anode built int0 ,ink of moorina chain to inhibit rusting in sea water are 
S Z q? f m oo^J 1 ^ 5 ^ bY NaVy 50 that judgment for defendant for noninfringement is granted. Timminoton 
op "(1994 CA%V 3 1 F3d 1177 ' * ^ -^^126^ dismd without op (1994, CA FCV 22 F3d ll£ and af fd without 

Claims on intraocular lens having continuous curving common edge are drawn to three piece lens and are not infrinqed 

SiSS? P° ne T%f nS ^l '? CkS e ? 9e b6tWeen ° PtiC and haptiC P rotions ' 50 that sumLry judgment is gran ed to 
defendant. Powell v Storz Qpthalmics f 1994. MP Fla^ 34 USPO?rl 1 1^ . •■ 
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